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AmMon & Person v. NarrRAGANSETT Darry Co., Limirep 


NARRAGANSETT Dairy Co., Limitrep, v. AMMon & Person 
(262 Federal Rep. 880) 


United States Circuit Court of Appeals, First Circuit 


November 18, 1919 


Trave-Marks—Extent or Right—Territoriat Extent. 

The adoption of a trade-mark does not, at least in the absence of 
some valid legislation enacted for that purpose, project the right of 
protection in advance of the extension of trade, or operate as a claim 
of territorial rights over areas into which it thereafter may be deemed 
desirable to extend the trade. 

Trapve-Marks—Simitar Marxs—TerritoriaL Extent or RIGuts. 

Where, after one manufacturer, operating in a certain locality, 
had acquired the right to use a given trade-mark, a second, in good 
faith and without knowledge of the use of the first, applied a similar 
mark to the same class of goods in a locality not territorially remote 
from the first, but in a market not yet occupied by the first, such 
earlier user could not restrain the later appropriator from employing 
the mark. 

Trape~-Marks—CnHaracter oF Right—Use Apart From Business. 

There is no such thing as property in a trade-mark, except as a 
right appurtenant to an established business or trade in connection 
with which the mark is employed. 

Trave-Marxs—Territoriat RigHTts—ABANDON MENT. 

The failure of the first user of a mark to occupy exclusively the 
field subsequently occupied in part by another, did not, upon the aban- 
donment of business by the latter, open the door to third parties to 
employ the first owner’s mark in such territory, to which the first user 
was then extending its business. 

Trape-Marks—I NFRINGEMENT—DAMAGES—BurDEN OF PRroor. 

With reference to the recovery of damages and profits for the in- 
fringement of a trade-mark, the burden is upon the plaintiff to prove 
that the defendant has made profits attributable, in whole or in part, 
to its trade-mark. 


Suit in equity. From a decree of the District Court of the 


United States for the District of Rhode Island, both parties appeal. 
Affirmed. See 8 T. M. Rep. 395 and 9 T. M. Rep. 94. 


George J. Hesselman, of New York City (Eliot G. Parkhurst 
and Edwards & Angell, all of Providence, R. I., and Davis, 
Marvin & Edmonds, of New York City, on the brief), for 
Ammon & Person. 
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Alexander Churchill, of Providence, R. I. (Wilson, Churchill & 
Curtis, of Providence, R. I., on the brief), for Narragan- 
sett Dairy Co., Limited. 


Before Bincuam, JoHnson, and ANpErson, Circuit Judges. 


ANDERSON, Circuit Judge: This is a trade-mark infringement 
case. The plaintiff is a wholesale dealer in oleomargarine, organ- 
ized as a corporation under the laws of New Jersey, with head- 
quarters at Jersey City. It and its predecessors in title have used 
since 1891 the trade-mark “Queen of the West” on oleomargarine 
sold by them. In this name the word “Queen” is obviously the 
dominant part, as the court below held. 

The defendant is a Rhode Island corporation, organized in 
August, 1915. It manufactures and sells oleomargarine at Provi- 
dence, R. I. The Narragansett Dairy Company (not the defend- 
ant) applied the trade-name “Queen” to oleomargarine manufactured 
and sold by it at Providence during the period 1909 to August, 
1915. On August 31, 1915, the oleomargarine and other tangible 
assets of the old Narragansett Company were seized by the col- 
lector of internal revenue, under a warrant of distraint for non- 
payment of taxes, and sold. This property was bought in by one 
Matthews, and transferred on the same date to the defendant com- 
pany, which at once began and has continued the manufacture of 
oleomargarine at the same place, selling it under the trade-mark 
“Queen.”’ While the plaintiff has registered “Queen” as its trade- 
mark, we agree with the court below that the case must be deter- 
mind on common-law principles, and that no rights now in question 
have been acquired out of registration. 

The earlier Narragansett Company adopted the use of the word 
“Queen” in good faith and with no intent to infringe upon any 
rights of the plaintiff. Both the plaintiff and the old company sold 
their goods as their own to their own customers. There is no 
evidence of any confusion of goods or of any unfair competition. 

It thus appears that up to September, 1915, two concerns were 
carrying on the same general line of business, partly in the same 


territory, each operating under trade-marks likely at some time to 
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confuse the purchasing public, but each in fact reaching its own 
customers, and without any real confusion in the trade. 
The District Court held that— 


“the plaintiff's right to an injunction is not free from doubt, but seems 
justified in order to prevent confusion likely to arise in the natural expan- 
sion of trade. * * * The plaintiff's equity rests upon its showing a prior 
use of the trade-mark ‘Queen of the West’ and of the trade-name ‘Queen.’ ” 

The court below also held that it was “unnecessary to deter- 
mine whether the defendant has succeeded to the rights, if any, of 
the earlier Narragansett Company.” An injunction was granted, 
but the plaintiff's prayer for an accounting for profits and damages 
was denied. Both parties appealed. 

The decision of the District Court was made on December 12, 
1918. On December 9, 1918, the Supreme Court had decided the 
case of United Drug Co. v. Rectanus Co., 248 U. S. 90, 39 Sup. Ct. 
48, 63 L. Ed. 141 [9 T. M. Rep. 1], with a most illuminating 
opinion by Mr. Justice Pitney. This case was not cited by the 
District Court, and would not, in the natural course of events, be in 
print or otherwise available for its guidance. 

The legally significant facts in the Rectanus Case are, we think, 
substantially on all fours with the case at bar. In that case, it 
appeared that as early as 1877 Mrs. Regis, at Haverhill, Mass., 
had adopted the word “Rex” as a trade-mark for certain medicines 
prepared by her. These medicines were thereafter sold by her and 
her successor in title, the United Drug Company, under this trade- 
mark in Massachusetts and neighboring states. In 1883, Rectanus, 
a druggist of Louisville, Ky., applied the same name “Rex” to cer- 
tain medicines prepared and sold by him in Louisville, and later 
in other parts of Kentucky. In the course of the expansion of the 
trade of the United Drug Company, the two concerns, using the 
same trade-name for competing products, came into collision in 
Kentucky. The plaintiff claimed an exclusive right on the ground 
of prior use. The District Court sustained the plaintiff’s conten- 
tion. 206 Fed. 570 [3 T. M. Rep. 444]. The Court of Appeals 
reversed the District Court and ordered the bill dismissed. 226 
Fed. 545, 141 C. C. A. 301 [6 T. M. Rep. 28]. The decree of the 
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appellate court was affirmed by the Supreme Court. The principles 
held controlling in that case are thus stated, 248 U. S. 96, 89 Sup. 
Ct. 50, 63 L. Ed. 141 [9 T. M. Rep. 5]: 


“The entire argument for the petitioner is summed up in the contention 
that whenever the first user of a trade-mark has been reasonably diligent in 
extending the territory of his trade, and as a result of such extension has in 
good faith come into competition with a later user of the same mark, who in 
equal good faith has extended his trade locally before invasion of his field 
by the first user, so that finally it comes to pass that the rival traders are 
offering competitive merchandise in a common market under the same trade- 
mark, the later user should be enjoined at the suit of the prior adopter, 
even though the latter be the last to enter the competitive field and the 
former have already established a trade there. * * * 

“The asserted doctrine is based upon the fundamental error of suppos- 
ing that a trade-mark right is a right in gross or at large, like a statutory 
copyright or a patent for an invention, to either of which, in truth, it has 
little or no analogy. Canal Co. v. Clark, 13 Wall. 311, 322 [20 L. Ed. 581]; 
McLean v. Fleming, 96 U.S. 245, 254 [24 L. Ed. 828]. There is no such thing 
as property in a trade-mark except as a right appurtenant to an established 
business or trade in connection with which the mark is employed. The law 
of trade-marks is but a part of the broader law of unfair competition; the 
right to a particular mark grows out of its use, not its mere adoption; its 
function is simply to designate the goods as the product of a particular 
trader and to protect his good will against the sale of another’s product as 
his; and it is not the subject of property except in connection with an exist- 
ing business. Hanover Milling Co. v. Metcalf, 240 U. S. 403, 412-414 [36 
Sup. Ct. 357, 60 L. Ed. 713], [6 T. M. Rep. 149]. 

“The owner of a trade-mark may not, like the proprietor of a patented 
invention, make a negative and merely prohibitive use of it as a monopoly. 
See United States v. Bell Telephone Co., 167 U. S. 224, 250 [17 Sup. Ct. 
809, 42 L. Ed. 144]; Bement v. National Harrow Co., 186 U. S. 70, 90 [22 
Sup. Ct. 747, 46 L. Ed. 1058]; Paper Bag Patent Case, 210 U. S. 405, 424 
[28 Sup. Ct. 748, 52 L. Ed. 1122]. 

“In truth, a trade-mark confers no monopoly whatever in a proper sense, 
but is merely a convenient means for facilitating the protection of one’s 
good will in trade by placing a distinguishing mark or symbol—a commer- 
cial signature—upon the merchandise or the package in which it is sold. 

“It results that the adoption of a trade-mark does not, at least in the 
absence of some valid legislation enacted for the purpose, project the right 
of protection in advance of the extension of the trade, or operate as a claim 
of territorial rights over areas into which it thereafter may be deemed 
desirable to extend the trade.” 


We think these principles are applicable and must control the 
respective rights of the plaintiff and of the earlier Narragansett 
Dairy Company. While it is true that both these concerns were 
operating to some degree in the same territory, and that their 
markets were not, in the territorial sense, “remote,” yet on this 
record we must find that neither concern had to any substantial de- 
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gree invaded the other concern’s commercial or market territory. As 
already pointed out, the markets—the customers—of the two con- 
cerns were essentially separate. The plaintiff had not occupied the 
oleomargarine market in the territory in which the earlier Nar- 
ragansett Dairy Company was, in good faith and without knowledge 
of the plaintiff’s trade-mark, manufacturing and selling its product 
under the trade-name “Queen.” It follows, we think, that if the 
case at bar were to be determined on the basis of the status obtain- 
ing between the plaintiff and the earlier Narragansett Dairy Com- 
pany, the bill would have to be dismissed. In other words, in order 
to prevail, the plaintiff must now show that it has greater rights 
against this defendant than it had against the earlier Narragansett 
Company. It was not entitled, we think, to prevent the earlier 
company from continuing the use of the name “Queen” in its own 
commercial territory. 

This conclusion makes it necessary to consider and determine 
what the court below held it unnecessary to determine, to wit: 
“Whether the defendant has succeeded to the rights, if any, of the 
earlier Narragansett Company.” If the defendant has so succeeded, 
we think, under the Rectanus Case, supra, the bill should be dis- 
missed. But on consideration of the record we think it clear that 
the defendant has not succeeded to the rights of the earlier Nar- 
ragansett Company to use the trade-mark “Queen”; and, so hold- 
ing, we reach the same result reached by the court below. The 
salient facts bearing on this point may be briefly outlined. 

The statute under which the collector of internal revenue pro- 
ceeded against the defendant contains no mention of trade-marks, 
good will, going concern value, or any other sort of intangible 
property. It provides that the delinquent taxpayer “shall forfeit 
the factory and manufacturing apparatus used by him, and all 
oleomargarine and all raw material for the production of oleomar- 
garine found in the factory and on the factory premises, and shall 
be fined,” ete. Act Aug. 2, 1886, c. 840, § 17, 24 Stat. 212 (Comp. 
St. § 6229). As this is a penal statute, it cannot be extended by 
construction. No attempt was made by the collector to sell any 
trade-mark, good will, or other intangible assets. The schedule of 
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property sold by the collector to Matthews and transferred by 
Matthews to the new corporation contains no mention of trade- 
mark, good will, or other intangible property. The old corporation 
has not been dissolved. It is, so far as this record shows, still 
legally alive. The sale of its tangible property simply killed its 
business; and it abandoned thereafter all attempts to preserve its 
good will, including any right in its trade-marks previously used. 
The case is in these respects like the Jaysee Corset Co. Case (D.C.), 
201 Fed. 779 [1 T. M. Rep. 315], where, subsequent to the sale of 
the chattels of a bankrupt, the trustee in bankruptcy attempted to 
sell the good will and trade-marks of the bankrupt’s former business. 
Judge Hough said: 


“In due course of time the trustee sold the goods and chattels of the 
bankrupt, but made no attempt to sell the good will of the bankrupt’s busi- 
ness nor the trade-mark; nor did he sell the business as a going concern. 
The effect of these proceedings by the trustee was to kill the good will and 
destroy the trade-mark; for it is admitted that this particular kind of 
trade-mark cannot pass, except in conjunction with the good will of a busi- 
ness. What has become of the bankrupt’s business? It stopped by bank- 
ruptcy, was killed by the trustee’s sale, and the present intended action on 
the part of the trustee is an attempt to galvanize it into life again, some- 
thing which cannot be done.” 

This pungent statement is really nothing but an assertion of the 
same doctrine laid down by Mr. Justice Pitney in United Drug Co. 
v. Rectanus, 248 U. S. 97, 39 Sup. Ct. 50, 63 L. Ed. 141 [9 T. M. 
Rep. 6]: 

“There is no such thing as property in a trade-mark, except as a right 


appurtenant to an established business or trade in connection with which 
the mark is employed.” 


Where the business goes, the trade-mark goes, whether in life 
or to death. 

Indeed, defendant’s counsel make no serious attempt to show 
that the defendant is the legal successor of the earlier Narragan- 
sett Dairy Company, or that it in any way derived any legal title 
to the trade-mark “Queen” by reason of its purchase of the earlier 
company’s tangible assets and assumption of the contracts outstand- 
ing at the time of the sale by the collector of internal revenue. 
Counsel base their claim rather on the ground that the plaintiff's 
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failure to enforce as against the earlier company an exclusive right 
to this trade-mark permitted the defendant or any other newcomer 
to use the infringing name. This is not the sound view. The 
plaintiff, as the original adopter of the trade-mark “Queen,” or in 
which “Queen” was the dominant word, would have been entitled to 
enjoin any other later infringing user of that word, had it not been 
for the equal equity accruing to the earlier Narragansett Company 
out of its adoption, in good faith, of essentially the same name, and 
continued use thereof in a market essentially separate from that of 
the plaintiff. The failure of the plaintiff prior to 1909 to occupy 
exclusively the field subsequently occupied in part by the earlier 
Narragansett Company did not, when that earlier company aban- 
doned its business, open the door to the defendant or to any other 
volunteer to use the plaintiff's trade-mark, or any colorable imita- 
tion thereof, at least in a territory then in part occupied by the 
plaintiff and a field in which its business was expanding. 

We reach, therefore, the same conclusion as to the plaintiff's 
right to an injunction reached by the court below; but, guided 
by the decision of the Supreme Court in the Rectanus Case, on 
different grounds. 

So far as damages and profits are concerned, we agree, also, 
with the District Court that the burden is upon the plaintiff to prove 
that the defendant has made profits attributable, in whole or in 
part, to its trade-mark. Westinghouse Mfg. Co. v. Wagner Mfg. 
Co., 225 U. S. 604, 622, 32 Sup. Ct. 691, 56 L. Ed. 1222, 41 L. R. A. 
(N. S.) 658; Ludington Novelty Co. v. Leonard, 127 Fed. 155, 62 
C. C. A. 269; Keystone Type Foundry v. Portland Pub. Co. (C. C.) 
180 Fed. 301. This burden was not sustained. 

It is true that the plaintiff promptly notified the defendant in 
September, 1915, that its use of the word “Queen” was an infringe- 
ment upon the plaintiff’s rights, and that the defendant thereafter 
wrongfully persisted in this infringing use. But, as the court below 
found, there was no evidence that any mistake was ever made by 
purchasers, and there was affirmative evidence that no mistake was 
made to the knowledge of the defendant’s officials. Moreover, the 
goods of the two concerns were to some degree distinguishd by car- 
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tons, labels, and other markings, notwithstanding the common use 
of the word “Queen” as a trade-mark. The findings of the court 
below, that “‘the evidence fails to show that the defendant has 
adopted the word ‘Queen’ with any intention of deceiving the public, 
or of appropriating the plaintiff's good will or trade reputation,” 
and “that the word ‘Queen’ was used by the defendant apparently 
in good faith and in reliance upon its former use by the earlier 
company which had used it since 1909,” were plainly warranted by 
the evidence and dispose of any doubt otherwise possibly arising as 
to the plaintiff’s right to an accounting for damages and profits. 

The decree of the District Court is affirmed, and neither party 
recovers costs of appeal. 


[Nore: A note discussing the question of the extent of territorial 
rights in trade-marks will be found in 9 T. M. Rep., p. 12.] 


Hercutes Powper Company v. Newton, CoMMISSIONER OF PaTENTS 
(274 O. G. 204) 


United States Circuit Court of Appeals, Second Circuit 
April 14, 1920 


1, Trape-Marks—RecistraTion—ConcLusIvENESS OF STATUTE. 

Under the statute the Commissioner of Patents cannot base ap- 
proval or denial of an application for the registration of a trade-mark 
on an inquiry into the nature of petitioner’s business, or a finding as 
to how the public regards the product thereof; he can but examine the 
article and the mark and declare whether the statute prohibits their 
registered union. 

2. Trape-Marks—Recistration—Descriptive Terms. 

Descriptive terms may be registered as marks only under the “ten- 
year clause” of the statute. 

3. Trape-Marxs—DeEscripTivENEss—TEst. 

In determining whether a trade-mark is descriptive, the funda- 
mental inquiry is: Does the suggested trade-mark word or device, 
with the environment proposed for it, convey by its primary meaning 
something which others may employ with equal truth and equal right 
for the same purpose? 

4. Trape-Marxs—Descriptive Terms—“I NFALLIBLE.” 

The word “Infallible” as applied to an explosive powder is merely 
descriptive. 

5. Trape-Marxs—Desceiptive Terms—“Merery” Descriptive. 

The statute forbids the registration of a term if it is “merely” 
descriptive, not if it may be considered descriptive in a certain sense. 
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Appeal from decree entered in the District Court for the 
Southern District of New York, dismissing bill in equity. Affirmed. 


STATEMENT OF THE CASE 


The bill is brought under section 4915, Revised Statutes, and section 9 
of the Trade-Mark Act of 1905 (33 Stat. 727) to procure a declaration that 
plaintiff is entitled to have defendant register under the Act its trade-mark 
of “Infallible” for smokeless sporting-powder. 

Diversity of citizenship exists between the parties; therefore, although 
neither is resident within the Southern District of New York, jurisdiction 
exists based solely on the consent of defendant. (Barrett Co. v. Ewing, 
242 Fed. Rep. 506.) 

In 1914 plaintiff applied for registration showing a use of the word 
“Infallible” as applied to smokeless sporting-powder for several years. On 
appeal from the Examiner defendant said that “under the circumstances” 
shown, he held the word “descriptive” with “great reluctance.” 

He pointed out that plaintiff's use of the word as a mark could be 
protected on the principles of unfair competition, but since the Patent 
Office had theretofore denied registration to “Infallible” as applied to 
flour, the same reasons impelled to deny as to smokeless powder; for plain- 
tiff claimed by advertisement that its powder was “uniform in velocity and 
pattern,” not “affected by climatic changes,” and “always reliable.” Of 
such a substance he thought “Infallible” not “exhaustively” descriptive, but 
still it described the qualities such powder should possess and it therefore 
should not be registered. 

From this decision an appeal was taken to the Court of Appeals of the 
District of Columbia, which affirmed. (In re Hercules Powder Co., 46 App. 
D. C. 52 [7 T. M. Rep. 530].) This suit was then brought, and the bill 
dismissed; this appeal followed. 

(Decree—254 F. 906; 257 O. G. 1081 [9 T. M. Rep. 245]—affirmed. 
For decision of the Court of Appeals of the District of Columbia see 46 
App. D. C. 52; 241 O. G. 1157 [7 T. M. 530].) 


Mr. Edwin J. Prindle and Mr. Warren H. Small for the 
plaintiff-appellant. 

Mr. Robert F. Whitehead and Mr. Lineas D. Underwood for 
the appellee. 


Before Warp, Hoven, and Manton, Circuit Judges. 


Hoven, J.: The issue tendered by the pleadings herein is 
shown by an extract from the answer, viz.: 


“Defendant denies that the word “Infallible” is registrable as a trade- 
mark for smokeless powder under the Act * * * and avers that it is * * * 
precluded from registration by said Act.” 

Thus, the point is not that registration ought not to be granted 
because of some proven fact, but that it cannot lawfully be conferred 
because the statute forbids. 
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Plaintiff has, we think, sought to complicate the issue by press- 
ing upon us as a fact proven beyond doubt, that dealers and buyers 
of powder do not associate “Infallible’” with that explosive except as 
indicative of its origin—‘Infallible’ means made by Hercules Co. 

If this be true, it doubtless strengthens plaintiff’s rights against 
infringers or trespassers; it shows the existence of a business to 
which the mark is appurtenant, and tends to prove rights which 
should be protected from unfair, i. e., deceptive competition. 

But the only question we have or can have presently before us, 
is the right to register; not the value or worthlessness of what is 
registered. 

The desirability of registration under the Act of 1905, to and 
among those in extensive and especially foreign trade is very great, 
and need not be dwelt upon; yet it is too well settled to need cita- 
tion, that a trade-mark is not the creature of registration, but the 
appanage or growth of a business. The Commissioner cannot base 
approval or denial of application on an inquiry into the nature of 
petitioner’s business, or a finding as to how the public regards the 
product thereof; he can but examine the article and the mark, and 
declare whether the statute prohibits their registered union. 

_ Therefore the evidence offered by plaintiff is immaterial and 
we regard the case as presenting nothing but an inquiry as to the 
meaning of a statute. 

The absence of contradictions of fact, or of contradictory in- 
ferences of fact from admitted phenomena, differentiates this case 
from Gold v. Newton (254 Fed. Rep. 824), and we proceed to con- 
sider the legal question above stated. 

Our present trade-mark statute (Act of 1905, 33 Stat. 724), as 
amended, does not describe or define what constitutes either a good 
trade-mark or a registrable trade-mark. It assumes that the word 
has a meaning sufficiently well known to dispense with statutory 
definition. 

It does, however, lay down some rules for the guidance of the 
Commissioner, and this case revolves around the construction of one 
of those rules, viz. (Act, sec. 5, Comp. Stat., Sec. 9490): 
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“No mark which consists * * * merely in words * * * which are de- 
scriptive of the goods with which they are used, or of the character or 
quality of such goods, or merely a geographical name or term, shall be 


registered.” 

It has been said of these words that they only declare “the 
accepted law of trade-marks,” and we agree with this ruling. (Re 
National Phonograph Co., 29 App. D. C., 142.) 

On one point only did the present statute in effect certainly 
recognize, if not create, a property right previously doubtful if 
not wholly non-existent. We refer to the so-called “ten-year 
clause,” also found in section 5 of the Act, which as construed in 
Davids Co. v. Davis (233 U. S. 461 [4 T. M. Rep. 175]) and Nash- 
ville, etc., Co. v. Coca Co. (215 Fed. Rep. 527 [4 T. M. Rep. 323]) 
secured if it did not give to those who had exclusively used a doubt- 
ful mark for ten years before the passage of the trade-mark statute, 
rights now undoubted. 

But nothing can be found in the Act which gives to one who 
has succeeded in exclusively using a merely descriptive or geograph- 
ical or proper name for ten years expiring after the passage of the 
Act, rights identical with or similar to those validated by the ten- 
year clause. 

It seems to us the clear intent of the legislature to compel those 
who wish registration for their marks and who could not claim under 
the ten-year proviso, to suggest to the Commissioner for registra- 
tion only those marks recognized by the “‘accepted law,” i. e., in the 
absence of further legislation by the rule announced in authoritative 
judicial decisions. 

It is not without interest to note that contemporaneously with 
the passage of our present statute, Great Britain revised its law by 
passing the Trade-Mark Act of 1905. (For text see Sebastian, 
Trade-Marks, 5th ed., p. 368.) 

That Act provides (sec. 9, subsec. 4) that a mark may be regis- 
tered which is— 


“a word or words having no direct reference to the character or quality of 
the goods—” 


to be distinguished. 
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Under this section of the Act has grown up the English rule 
that words which are merely “laudatory epithets” are not registrable 
as trade-marks. (Re Crosfield, L. R., 1910, 1 ch. 130, disallowing 
the word “Perfection” as applied to soap; and In re Sharpe, etc., 
84 L. J., ch. 290, rejecting the word ‘“‘Classic’”’ as applied to sta- 
tionery.) 

Though often difficult in application, the accepted legal rule 
for trade-marks suspected of being descriptive or geographic is not 
difficult to state; and it may be noted that both in the statute and in 
decisions the faults arising from geographic and descriptive names 
are treated alike—they are nearly akin. 

For us the authoritative rule was restated in Standard, etc., Co. 
v. Trinidad, etc., Co. (220 U. S., at 453 [1 T. M. Rep. 12]) thus: 

“It (the trade-mark) may consist in any symbol or in any form of 
words, but as its office is to point out distinctively the origin or ownership 
of the articles to which it is affixed, it follows that no sign or form of 
words can be appropriated as a valid trade-mark which from the nature of 
the fact conveyed by its primary meaning others may employ with equal 
truth, and with equal right, for the same purpose.” 

The latest ruling (Hamilton, etc., Co. v. Wolf, 240 U. S., at 
256 [6 T. M. Rep. 178]) relies upon the same decisions and applies 
the same rule to a close case; and in holding “American Girl’ as 
not descriptive of shoes, points out that “American Shoes’ would 
come within the prohibition.’ 

It seems clear, therefore, that the Commissioner will properly 
act under this section of the statute if he inquires whether under 
ruling case law the proposed trade-mark is descriptive—unless it 
can be held that the statute has modified or changed the result of 
judicial decision by inserting the word “merely.” 

“Merely descriptive’ means only descriptive, or nothing more 
than descriptive. It may be that the force of the adverb is satis- 
fied by the addition to the descriptive word of a picture or device, 
or by qualifying the description through the addition of another 
word. Thus in Re Crosfield, supra (p. 148) it was suggested that 
while appellant could not use the word “Perfection” as a trade-mark 

1 Dennison, etc., Co. v. Thomas, etc., Co. (94 Fed. Rep. 651) and Kellogg, 


etc., Co. v. Quaker Oats Co. (235 Fed. Rep. 657 [6 T. M. Rep. 537]) con- 
tain citations of practically all the best considered cases on this subject. 
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for soap, if he used ‘“‘Crosfield’s Perfection” different considerations 
might arise. 

But if the proposed trade-mark consists of a single word, then 
that word standing alone is merely descriptive, or it is not de- 
scriptive at all. 

It does not conflict with this ruling that, as suggested in 
Williams v. Mitchell (106 Fed. Rep., at 170), a word may be in its 
nature descriptive, and yet in its application not descriptive.’ 

As most English speech is to be understood only from its con- 
text, so a word often takes its hue and meaning from its environ- 
ment. It is to this truth that we owe such decisions as that in 
Waterman v. Shipman (130 N. Y., at 810), holding that the word 
“Ideal” as applied to— 


“fountain pens (is) non-descriptive arbitrary and fanciful and has no 
natural nor necessary application to a pen.” 


And this court made the same ruling in respect of the same 
word as applied to brushes, in Hughes v. Smith, (209 Fed. Rep. at 
39), although the remark was not necessary to decision, inasmuch 
as the “ten-year clause’ protected that particular trade-mark. 

But after making these allowances it remains true that the 
fundamental inquiry is this: Does the suggested trade-mark word 
or device with the environment proposed for it, convey by its 
primary meaning something which others may employ with equal 
truth and equal right for the same purpose? 

Putting that inquiry in this case, it seems to us that the word 
“Infallible” as applied to explosive powder, is merely descriptive. 
The word by derivation, and perhaps when accurately used, refers 
always to mental processes; but it has long come to mean in common 
acceptation “exempt from uncertainty,’ or “absolutely trustworthy.” 
When applied to an explosive it is plainly descriptive of what the 
powder will do, and is distinctly the “laudatory epithet” of the 
English cases. 


?This ruling was disapproved (as it seems to us improperly) in Re 
American, etc., Co. (28 App. D. C. 446). 
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Comparing it with the American formulation of the rule, it is 
obvious that any other manufacturer of equally good powder may, 
with equal right and equal truth call his explosive ‘“Infallible.”’ 

Decisions on such a point as this are illustrations rather than 
ruling precedents, for the environment or application of the word 
may so easily modify its signification. 

Yet since the word is a common one, rulings upon a word 
similarly suggestive of excellence and similarly common are illumi- 
native. The word “Standard” as applied to phonographs has been 
rejected (Re National Phonograph Co., 29 App. D. C. 142), and 
has been found equally open to objection in respect of scales (Com- 
puting Scale Co. v. Standard, etc., Co., 118 Fed. Rep. 935), while 
as applied to bathtubs and similar articles it has been rejected 
(Standard Ideal Co. v. Standard Sanitary Co., L. R., 1911, App. 
Cas. 78) under the Canadian Trade-Mark Act, which requires re- 
fusal of registration— 

“if the so-called trade-mark does not contain the essentials necessary to 
constitute a trade-mark properly speaking.” 

Under this language it seemed to the Privy Council— 
“perfectly clear that a common English word having reference to the char- 
acter and quality of the goods in connection with which it is used, and 
having no reference to anything else, cannot be an apt or appropriate in- 
strument for distinguishing the goods of one trader from those of another.” 

The decisions of this court have adhered to this rule consistently, 
from Bennett v. McKinley (65 Fed. Rep. 505, instantaneous-tapioca 
case) to Thermogene Co. v. Thermozine Co. (234 Fed. Rep. 69 [6 
T. M. Rep. 247], the thermos-bottle case. The litigation over 
“Holeproof” hosiery (Holeproof Co. v. Wallach, 172 Fed. Rep. 
859, modifying 167 Fed. Rep. 373) was decided wholly on grounds 
of unfair competition; as also were Siegert v. Gandolfi (147 Fed. 
Rep. 100, the Angostura Bitters case); Florence, etc., Co. v. Dowd 
(178 Fed. Rep. 78, the Keep Clean to toothbrush case) and Wrigley, 
etc., Co. v. Grove Co., (188 Fed. Red. 99, the spearmint-gum case). 

It is true that in some of the decisions hereinabove cited, and 
many others, the distinction between rights inhering in a valid and 
registrable trade-mark and those arising from a defendant’s unfair 
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competition have not been plainly delimited. Yet the distinction is 
not shadowy ; and in the closely-akin matter of geographical names 
as trade-marks we have recently treated it at length in Scandinavia 
Co. v. Asbestos, etc., Works (257 Fed. Rep., pp. 951 and 960 [9 
T. M. Rep. 152 and 164}). 

We there held that geographical names did not constitute valid 
trade-marks unless selected, used and appropriated under such 
special circumstances as to point distinctively to origin or owner- 
ship. Of this the Chartreuse litigation is the best instance. (Bag- 
lin v. Cusenier Co., 221 U. S. 592 [1 T. M. Rep. 147].) Transfer- 
ing that remark to the present case of a descriptive word as a 
trade-mark, we think that such word must be rejected unless it 
is so modified by other words, phrases or designs as to render it 
not “merely” descriptive, or unless common knowledge or evidence 
demonstrates that the descriptive word is used in a plainly non- 
descriptive manner. 

Of this last the Sterling Ale case (Worcester, etc., Co. v. 
Rueter, 157 Fed. Rep. 217) and Ludington, etc., Co. v. Leonard 
(127 Fed. Rep. 155) are examples. In this last case the word 
“Carroms” was upheld as a trade-mark for a game because a carom 
was no part of the game. 

The similarity of trade-mark and unfair competition law is 
obvious; the latter largely grew out of the former and is its natural 
evolution. The differences between them are perhaps as well 
marked by extreme cases under both doctrines as in any other way. 
The rigid yet far-reaching nature of a trade-mark is well illustrated 
by Aunt Jemima, etc., Co. v. Rigney (247 Fed. Rep. 407 [8 T. M. 
Rep. 163]), while the possibilities of relief against unfair competi- 
tion find an extreme example in Shredded Wheat Co. v. Humphrey 
Cornell Co. (250 Fed. Rep. 960 [8 T. M. Rep. 369]). The litiga- 
tion in this circuit over this trade-mark has we think grown out of 
the very rigid language employed by the Court of Appeals of the 
District of Columbia in cases of this kind. The decision on the 
appeal of the present plaintiff is based upon adherence to the court’s 
previous decision in Re Central Consumers’ League (32 App. D. C. 
523), where the court held that it was the object of Congress— 
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“to prohibit anyone from acquiring a property right * * * in a name pos- 
sessing any inherent signification that would of itself enhance the use or 
value of the article or articles to which it may be applied. * * * It was 
intended to limit the selection to mere arbitrary words.” 

In adhering to its previous ruling the court further said of 
trade-mark words in general: 


“If descriptive at all, the act forbids the registration” 


As above indicated, we think that is going too far. The sug- 
gested word must be “merely” descriptive and must be so descriptive 
with reference to the particular thing to be described. 

The difference between suggestion and description is often 
hard to perceive. Complete definition seems to us impossible, but 
apt illustration is furnished by the present cause. An explosive 
powder marked as “Hercules” would be suggestive, and no person 
other than its maker could with equal right and equal truth call his 
powder by that name or any derivative therefrom; but “Infallible” 
is merely descriptive because it has no association with the Hercules 
Company other than that acquired by a long course of business 
nomenclature. 

Another reason for this present action is the long line of trade- 
marks allowed by the Patent Office and thought by the plaintiff to 


_ be open to the same objection successfully urged against his word 


“Infallible.” It seems to us that the registration of such words as 
“Perfection” and “Marvellous” for cold cream (not to speak of 
others) is open to criticism, but errors in the Office cannot affect 
authoritative judicial decision. It is also reasonably inferable 
from this record that plaintiff feels unjustly treated by refusal to 
register a word which it has exclusively and successfully used as 
a trade-mark for more than ten years, but not for that decade which 
alone secures protection under the ten-year clause of the present 
statute. We appreciate the hardship and are quite aware of the 
international trade-mark difficulties which beset the path of the 
American trader in foreign parts who has not secured registration 
in his own country. But the remedy is with the Congress, and 
neither the Commissioner of Patents nor any court can change the 
accepted law on which the Trade-Mark Act of 1905 was built. 
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It is not possible under the present Act for a citizen to choose 
as his trade-mark something invalid by general law, use it without 
opposition long enough to make a showing of trade repute and com- 
mercial success, derive from that success “secondary meaning” for 
his mark, and then apply for registration. 

There is much to be said in favor of a registration law which 
would give legal and governmental sanction to any mark which it 
could be shown the public had accepted. Such a system would 
enable this plaintiff to prevail; but Congress must first create it. 

Decree affirmed. 


M. C. Peters Miiune Co. v. INTERNATIONAL SuGarR FEED 


No. 2 Co. 
(262 Fed. Rep. 336) 


United States Circuit Court of Appeals, Sixth Circuit 
December 12, 1919 


1. Trape-Marxs—Extent or Ricur. 

Where it had been the common custom of the manufacturers of 
horse feed to print or stamp the picture of a horse on the bags contain- 
ing the feed, an individual manufacturer could not acquire a prior 
right to the use of such picture by reason of the fact that it was the 
first to use the same upon a feed containing peculiar ingredients. 

2. Trape-Marks—INFRINGEMENT—CONFLICTING Marks. 

Where the picture of a horse was the dominant feature of the 
marks of both plaintiff and defendant, but the horse in plaintiff's 
picture was represented as being in action and bearing a rider, while 
the animal in defendant’s picture was shown standing still and rider- 
less, and the marks differed in other particulars, it was held that de- 
fendant’s mark did not infringe plaintiff's. 

3. Uwnrarm CompetiTion—EVvIDENCE. 

The opinion of witnesses that there is such a similarity between the 
designs of plaintiff and defendant as would tend to mislead the or- 
dinary purchaser must yield to the more positive evidence afforded by 
the marks themselves, when inspected by the court. 

4. Uwnram Competition—IntTeENT— EVIDENCE. 

While in a case of alleged unfair competition, it is not necessary 
to establish the intent to deceive by direct evidence, where the cir- 
cumstances are such as to lead to no other rational conclusion, in the 
case at bar it was held that the distinguishing features of the marks 
of plaintiff and defendant, taken in connection with their dress and 
color scheme, were so patent and obvious that the presumption as to 
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the intent was to the contrary; and, in the absence of direct evidence 

showing that the defendant’s mark had in fact created confusion, this 

presumption must obtain. 

Suit in equity. From a decree of the District Court of the 
United States for the Western District of Tennessee ‘in favor of 
defendant, complainant appeals. Affirmed. 


T. Walter Fowler, of Washington, D. C., for appellant. 
A. C. Paul, of Minneapolis, Minn., and Julian C. Wilson, of 
Memphis, Tenn., for appellee. 


Before Knappen, Denison, and Donanusg, Circuit Judges. 


DonanveE, Circuit Judge: On the 9th of March, 1916, the 
M. C. Peters Milling Company, a corporation organized under the 
laws of the State of Nebraska, commenced an action in the United 
States District Court in and for the Western District of Tennessee, 
against the International Sugar Feed No. 2 Company, a corporation 
organized under the laws of the State of Minnesota, to enjoin its 
alleged infringement of a registered trade-mark, and also for unfair 
competition. 

The defendant, by its answer, denies that it has infringed plain- 
tiff’s trade-mark, or that it has in any way, manner, or form entered 
into or conducted any unfair competition. Upon the issues joined, 
the District Court found for the defendant, and dismissed the bill 
of complaint, with costs. 

It appears from the evidence that the characteristic feature of 
plaintiff's trade-mark consists of two concentric circles. Within 
the innermost circle is the picture of a horse and rider. The trade- 
mark of the defendant also consists of two concentric circles, within 
which is another circle with saw-tooth outline. This third circle 
was inserted within the inner and outer circles about 1912 or 1913. 
It appears from the evidence, however, that this was omitted from 
some of the bags through mistake of the bag company furnishing the 
same; but as soon as this mistake was discovered it was corrected, 
and no bags have been used since that time without the saw-tooth 
circle. These concentric circles are within a rectangular field sur- 
rounded by heavy lines, also in saw-tooth form. Outside this border, 
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around the rectangular field, and a part of it, are straight lines 
touching the saw-tooth points. Within the inner circle is the 
picture of a horse. 

It further appears from the evidence that, prior to registration 
of plaintiff's trade-mark, practically all of its distinguishing features, 
except the rider, were in general use, in some form or other by the 
manufacturers of horse feed. It also further appears that it is and 
was a custom in general use by all manufacturers of stock feed to 
print or stamp on the bags containing the same a picture of the 
head or whole of the animal for which the feed is specifically in- 
tended. While this is conceded by the appellant, the claim is made 
in its behalf that the brands and trade-marks of this character were 
applied only to what is known to the trade as “dry feed,” and 
that it was the first manufacturer to use such mark or brand in 
connection with the manufacture and sale of a mixture of grain, 
alfalfa, and molasses, known to the trade as “sweet feed’; that 
“dry” and “sweet feeds’ are entirely different products; and that 
for this reason it is entitled to the exclusive use of the concentric 
circles, and the picture of a horse within the inner one, in connec- 
tion with the manufacture and sale of “sweet feeds.” 

This question is discussed and decided in the case of W. A. 
Gaines § Company v. Rock Springs Distilling Company, 226 Fed. 
581, 587, 141 C. C. A. 287, 298 [6 T. M. Rep. 10, 16]. That case 
involved the distinction between straight whisky and blended whisky, 
and in that connection Judge Denison, speaking for the court, said: 


“Whatever the extended classifications aud subclassifications of the 
Patent Office practice may contemplate, neither the common law nor the 
registration statute can intend such confusion as must result from recog- 
nizing the same trade-mark as belonging to different people for different 
kinds of the same article.” 

The Supreme Court of the United States, in reviewing this 
case (246 U. S. 312, 320, 38 Sup. Ct. 327, 329 [62 L. Ed. 738] [8 
T. M. Rep. 155, 161]), quotes this language with approval. 

It necessarily follows that, where it has been the common 
custom of the manufacturers of horse feed to print or stamp the 
picture of a horse on the bags containing the same, the appellant 
would not acquire any prior right to the use of such picture by 
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reason of the fact that it was first to use the same on the feed con- 
taining an additional ingredient, for, after all, it is still horse feed, 
although differing in this respect as to its component parts. 

In determining whether the brand used by the defendant is an 
infringement of plaintiff's trade-mark, this court is not disposed to 
consider or apply any nice, technical distinctions, such as an artist's 
eye would readily perceive, but rather only such marked differences 
as would be readily apparent to the ordinary purchaser of horse 
feeds. The doctrine is fairly stated by Mr. Nims, in his work on 
Unfair Competition and Trade-Marks (2nd Ed.) p. 583, in this 
language: 

“Such a similarity as will deceive is that likeness which renders the 
average buyer unable to distinguish the defendant’s name or mark from 
the memory of plaintiff's name which he carries in his mind, not such as 
og enable him to know them apart when the two are put side by side before 

Applying this principle to the facts in this case, it is apparent 
that the defendant’s trade-mark is so unlike the trade-mark of the 
plaintiff that the average buyer may easily distinguish between the 
two. The picture of the horse in the defendant’s trade-mark is 
wholly unlike the picture of the horse in the plaintiff’s design. 
They are as unlike as it is possible to draw two pictures of the same 
animal. One is the picture of a horse in action, with his right fore 
foot and left hind foot lifted from the ground; its tail falls against 
the hips, and the lower part of its head is drawn in against its 
throat. The other is the picture of a horse standing firmly on its 
four feet, with its tail raised far from its hips, and its head some 
distance from the lower part of the neck. Aside from these dis- 
tinguishing features of the different types of horse shown in these 
designs, when the plaintiff’s trade-mark is taken in connection with 
the rider, all similarity ends. This feature of the design was em- 
phasized by the plaintiff in attempting to secure registration of its 
trade-mark. 

After registration was refused by the Patent Office, because of 
its similarity to the trade-mark of Merriam & Rolph, consisting of 
the word “ARABIAN,” the plaintiff then filed in the Patent Office 
an argument calling attention to the “picture of the man on horse- 
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back,” contained in its design, as the distinguishing feature thereof 
from the word “ARABIAN,” and, in that connection, used this lan- 
guage: 

“The representation of the male figure on horseback, however, is 
arbitrary and fanciful, and hence cannot possibly be confused with a mere 
word printed in plain and black letters or otherwise.” 

This court is clearly of the opinion that this argument was 
entirely justified by the facts. Undoubtedly it met with favor of 
the officials of the Patent Office, for, notwithstanding the former re- 
jection, a certificate of registration was then issued to the plaintiff. 
For these reasons, this court has reached the conclusion that the 
design of the defendant is in no way intended to be, nor is it in fact, 
an infringement of plaintiff's trade-mark. 

The question of unfair competition is so closely allied with the 
question of the infringement of a trade-mark that, in view of the 
conclusion reached, it would seem unnecessary to discuss the former 
at any length. As a general rule, the right to recover upon either 
of these causes of action depends, substantially, upon the same 
state of facts, excepting, of course, the statutory provisions apply- 
ing to trade-marks, and excepting, also, that in disposing of the 
question of unfair competition, a court should take into. considera- 
tion the dress, combination of colors, and manner and method of 
application and use of the respective marks in connection with the 
designs actually appropriated and protected by registration, if regis- 
tration has, in fact, been secured. 

In the case of Merriam Company v. Saalfield, 198 Fed. 369, 
117 C. C. A. 245 [2 T. M. Rep. 1], Judge Denison, referring to 
the analogy between these two remedies, said: 


“The entire substantive law of trade-marks (excepting statutory pro- 
visions and construction) is a branch of the broader law of unfair com- 
petition. The ultimate offense always is that defendant has passed off his 
goods as and for those of the complainant.” 

There is no evidence in this record that the design used by 
the defendant has in fact misled or deceived any purchaser, but 
there is some testimony that there is such a similarity between the 
designs of defendant and plaintiff as would tend to cause confusion 
in the trade and induce the ordinary customer to believe that the 
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goods of the defendant were the goods of plaintiff’s origin and 
manufacture. 

The opinion of the witnesses in that regard, however, must 
yield to the more positive evidence afforded by the exhibits in this 
case. Mr. Justice Field has very clearly expressed this idea in the 
case of Liggett Tobacco Co. v. Finger, 128 U. S. 182, 9 Sup. Ct. 
60, 32 L. Ed. 395, in this language: 


“The judgment of the eye upon the two is more satisfactory than evi- 
dence from any other source as to the possiblity of parties being misled, so 
as to take one tobacco for the other; and this judgment is against any 
such possibility.” 

Even a casual inspection of these trade-marks shows such ma- 
terial differences as would preclude the possibility of one being mis- 
taken for the other. 

The trade-mark of plaintiff is used by it in marketing the 
product known as ‘Peters’ Arab Horse Feed.” That name is 
stamped on the field within the concentric circles around the horse 
and rider. The picture of the rider is undoubtedly intended to rep- 
resent an Arab soldier in full uniform, with red cap, red trousers, 
and green cloak. The bridle and a shawl or blanket, hanging from 
the saddle, are in red; a broad girth, extending around the breast 
of the horse, is in red and green. The colors used are red and 
green. 

Upon the design of the defendant there is printed upon the 
space between the outer circle and the one of saw-tooth formation, 
the word “Ringleader,” and around the top and outside of the larger 
circle is printed in semicircular form the word “International.” 
Below these concentric circles there is printed, in large letters, “In- 
ternational Sugar Feed Number Two Co.” Within the inner circle is 
the picture of a riderless circus ring horse, with bridle, reins, and 
surcingle. The reins are attached to the surcingle midway on the 
horse’s sides. The color scheme is red and green. While it is true, 
as contended by counsel for appellant, that each trade-mark con- 
tains the picture of a stylish horse, yet they are of such different 
and distinctive types that one could not possibly be mistaken for 
the other. 
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The distinguishing features of the plaintiff's trade-mark are 
not only peculiarly appropriate to the trade-name of the product 
marketed by it, but are also so “arbitrary and fanciful” in character 
as to fully and completely differentiate it from the mark used by 
defendant. 

Unfair competition consists in the use of methods, brands or 
advertising matter intended to cause, or in fact causing confusion 
in the trade, or to induce or mislead the trade into the belief that 
the goods of the person or firm marketed under such similar device 
are the goods of the person or firm who has established a trade and 
acquired a good will in business in connection with the rightful use 
of such trade token. While it is not necessary to establish by direct 
evidence the intent to deceive, where the circumstances are such as 
to lead to no other rational conclusion, yet in this case the distin- 
guishing features of the trade-marks of the plaintiff and defendant, 
taken in connection with their dress and color scheme, as actually 
used by each, are so patent and obvious that the presumption as to 
the intent is to the contrary, and, in the absence of direct evidence 
showing that the defendant’s trade-mark has in fact created confu- 
sion and misled and deceived customers, this presumption must 
obtain. 


The judgment of the District Court is affirmed. 


McILtHEeNNY Company v. Ep. BuLuiarp 


District Court of the United States for the 
Western District of Louisiana 


April, 1920 


1. Trapve-Marxs—GeocrapuicaLt Terms—“Tasasco.” 

The word “Tabasco” is a valid trade-mark as applied to a pepper 
sauce manufactured in Louisiana, it not being used as a geographical 
or descriptive term. 

2. Trapve-Marks—RecistratTion—Errect oF CANCELLATION. 

The cancellation of the registration of a trade-mark does not 
deprive the registrant of such common law rights in the mark as he 
may have previously acquired. 
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3. Trape-Marks—NaMe or PatentTeD ARTICLE—ABANDONMENT OF PATENT. 

Where an article, designated by a certain name, was for a short 

time manufactured under a patent, but the patented process was soon 

abandoned, and an extensive business was built up under a different 

process, the article continuing to be known by the same name, the 

expiration of the patent did not cause such name to become public 
property. 

4, 'Trape-Marks—Name or Patentep Articte—Use or Name Prior 10 

ExisTENCE OF PATENT. 

It seems that the right to use the name applied to patented articles 
does not pass to the public upon the expiration of the patent, where the 
use of the name antedated the existence of the patent, and where it 
further appears that the name and not the patent gave the article its 
value. 

5. Uwnram Competition—Imiration oF PAacKAGES AND CONTAINERS. 

Where defendant, manufacturer of a sauce similar to plaintiff’s, 
copied the printed matter on plaintiff’s bottle and carton and adopted 
a bottle and carton of the same size and shape as plaintiff’s, he was 
guilty of unfair competition, although certain differences between the 
bottles could be discovered when the two were placed side by side. 


Suit for infringement of trade-mark and unfair competition. 
Decree for plaintiff. 


Joseph S. Clark, Charles Payne Fenner, and Edward S. Rogers, 
for the plaintiff. 
Emmet Alpha, for the defendant. 


Jack, District Judge: Plaintiff, McIlhenny Company, a cor- 
poration of the State of Maine, which, with its predecessors, for 
many years past, has manufactured at Avery Island, Louisiana, a 
condiment known as “Tabasco Pepper Sauce,” brings this action 
against defendant Ed. Bulliard, to enjoin him from using the word 
“Tabasco,” which plaintiff claims as its trade-mark, in the designa- 
tion of a pepper sauce manufactured at a neighboring town and 
sold by him under the name of “Evangeline Tabasco Sauce’; and, 
further, for injunction to restrain him from employing, in connec- 
tion with the manufacture, advertisement and sale of such sauce, 
wrappers, cartons, or packages so resembling plaintiff's as to be 
calculated to induce the belief that his product is that of the plain- 
tiff. With these demands plaintiff couples the prayer that de- 
fendant be decreed to account to plaintiff for all profits which he 
has made by reason of alleged infringement of plaintiff's trade- 
mark. 
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The defendant, in answer, denies that plaintiff or its predeces- 
sors now use, or have ever used, the word “Tabasco” as a trade-mark 
or identifying name for sauce, and specially avers that the word 
“Tabasco” could not and cannot be appropriated as a trade-mark, 
because it is geographical and descriptive; that plaintiff continually 
acquiesced in the descriptive use of the word “Tabasco,” and never 
made a bona fide attempt to establish the trade-mark it now asserts; 
and that any rights that plaintiff may have had in the name as a 
trade-mark were lost by the patenting of the process and the ex- 
piration of such patent. In answer to plaintiff's demands based on 
alleged unfair competition, defendant denies that there is any 
fraudulent similarity in the bottles, cartons or packages containing 
his sauce, which might cause it to be taken for that of the plain- 
tiff. 

The case was submitted on a statement of facts, from which it 
appears that in 1865 or 1866, Edmund Mcllhenny, a planter on 
Avery Island, was given a few peppers supposed to have been 
brought from the State of Tabasco, Mexico. He planted the seed, 
and, in 1868, made a pepper sauce from the peppers raised, which 
he called “Petite Anse Sauce,” “Petite Anse” being the French 
name for the island on which he lived. The sauce proved palatable 
and popular, and in 1868 he decided to make a business of its 
manufacture and sale. There was then on the market a similar 
sauce manufactured in New Orleans by Maunsell White, and labelled 
“Maunsell White Pepper Sauce.’”’ MclIlhenny gave his sauce the 
distinctive name “Tabasco Pepper Sauce.” At this time these 
peppers were grown in the State of Tabasco, Mexico and elsewhere 
in Mexico, and were known as Mexican or Chili peppers—not as 
Tabasco peppers. Consequently, plaintiff's sauce did not take its 
name from the pepper which was its chief ingredient, but the 
pepper soon acquired its name from the sauce. Commencing about 
1890, the peppers have been extensivly raised in Louisiana and 
Mississippi, under the names “Tabasco peppers,” “bird peppers” 
and “red peppers,” and have been used in the manufacture of pep- 
per sauces substantially the same as that made by plaintiff. The 
seed was first catalogued by a seed store in 1886 as Chili or Tabasco 
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Pepper Seed. It was not until 1888 that the pepper became known 
botanically as Tabasco Pepper, having been at that time described 
in his Herbarium Notes, by Dr. E. L. Sturtevant, of Geneva, New 
York, who had obtained specimens from Edmund Mellhenny, as a 
new garden variety of the red pepper family, to which he gave the 
name “Tabasco.” 

In 1870, Edmund Mcllhenny obtained a patent for making a 
new and improved pepper sauce. The process described involved 
abstracting the pulp from the pepper known in the market as 
Tabasco Pepper, and mixing it with vinegar, rock salt, and alcohol, 
with a small amount of bisulphate of lime added to prevent fer- 
mentation. He continued to manufacture “Tabasco Pepper Sauce” 
in accordance with this patent, until 1875 or 1876, when the im- 
provement described in the patent was abandoned, since which time 
he and his successors, the McIlhenny family, and, finally the 
present corporation, have manufactured “Tabasco Pepper Sauce,” 
by mixing crushed pepper pulp with vinegar and salt only. In 
1906 Edmund Mcllhenny’s Son, the immediate predecessor of the 
present plaintiff, registered the word “Tabasco” as a trade-mark in 
the United States Patent Office, under the Federal Trade-Mark 
Act of February 20, 1905. This trade-mark was subsequently can- 
celled, pursuant to a decision of the Court of Appeals of the Dis- 
trict of Columbia, in 1910. 

Plaintiff's predecessor likewise caused the word “Tabasco” to 
be registered as a trade-mark under the laws of Louisiana and a 
number of other states, as well as in England, France, Germany, 
and many other foreign nations. Prior to 1897 no other maker of 
pepper sauce used the word “Tabasco.” Since then about twenty- 
five manufacturers have made sauces substantially like plaintiff's 
and have sold them under the name of “Tabasco Pepper Sauce,” or 
“Tabasco Sauce.” Such of these other manufacturers, including 
defendant, whose use of the word “Tabasco” came to the knowledge 
of plaintiff and its predecessors, have been warned to the effect 
that they have no right to use the word in connection with the 


sauce, or to use similar packages, and quite a number of suits for 
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infringement have been filed by plaintiff, most of which have been 
terminated by consent decrees. 

The facts bearing on the question of unfair competition will be 
stated later. The primary issue is plaintiff’s right to the exclusive 
use of the word “Tabasco” as his trade-mark. 

This identical question was recently presented and passed on 
by the Circuit Court of Appeals for this Circuit in the case of 
MclIlhenny v. Gaidry (1918), 253 Fed. 613 [8 T. M. Rep. 283], 
in which the facts as found by the court were substantially the 
same as those set forth in the stipulation in this case. In that case 
Gaidry, a manufacturer of a sauce labelled “Tabasco Pepper Sauce,” 
brought suit against McIlhenny Company for damages for alleged 
wrongful conduct in interfering with the plaintiff's business by 
falsely and in bad faith representing to dealers throughout the 
country that it had an exclusive trade-mark in the name “Tabasco,” 
and threatening injunction and other legal proceedings against 
those who handled any sauce called “Tabasco” not made by the 
said McIlhenny Company. A jury having been waived, the lower 
court, Eastern District of Louisiana, found that the word “Tabasco,” 
as applied to pepper sauce, was generic and indicated quality, in- 
gredients and place of origin of the pepper from which it was made 
and rendered judgment in favor of plaintiff for damages. The 
Court overruled a motion by counsel that this particular finding 
be eliminated, and the following incorporated among the Court’s 
findings of fact— 


“That the word ‘Tabasco’ as applied to pepper sauce, indicates origin of 
manufacture, that is to say, that the sauce to which the term is applied is 
the sauce made by E. MclIlhenny of New Iberia, La., and his successors 
in title.” 

Whereupon, McIlhenny Company sued out writ of error and the 
judgment of the lower court was reversed, the Court of Appeals 
sustaining the contention made by McIlhenny Company. 

In a case similar to the Gaidry case, New Iberia Extract Co. v. 
Mcllhenny Sons, the New Iberia Company had recently recovered 
damages against McIlhenny Sons in the Supreme Court of Louisi- 
ana, on a similar cause of action, New Iberia Extract Co. v. E. 
MclIlhenny, 182 La. 150 [8 T. M. Rep. 189], the decision having 
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been based largely on the judgment of the Court of Appeals for the 
District of Columbia, cancelling the McIlhenny Company registra- 
tion of “Tabasco” as its trade-mark. The trade-mark had been 
cancelled, first, on the ground that it could not be denominated a 
technical trade-mark, because it was a geographical name, and, 
second, on the ground that it was fraudulently obtained, the appli- 
cation falsely stating it had been “in the actual and exclusive use 
of defendants since 1868.’ The Court further held that, as a 
matter of law, the exclusive right, if any, of the defendant to the 
use of the name, had expired with its patent in 1887. The Court 
of Appeals for this Circuit in the Gaidry case took note of these 
two cases, but held them not reconcilable with the later ruling of 
the United States Supreme Court in Baglin v. Cusenier, 221 U. S. 
580 [1 T. M. Rep. 147], wherein it was held that the fact that the 
primary meaning of the word “Chartreuse” was geographical did 
not prevent the acquisition of the exclusive right to its use as the 
designation of a liqueur made by the monks of the Monastery of 
La Grande Chartreuse. As a further inroad on the original doc- 
trine that a geographical name could not be used as a trade-mark, 
the Court cited the case of Hamilton Brown Shoe Company v. Wolf 
Bros. & Company, 240 U. S. 251 [6 T. M. Rep. 169], in which the 
plaintiff's right was upheld to the use of “The American Girl’ as 
a trade-mark for shoes. The Court of Appeals quoted from the 
Chartreuse case as follows: 


“If it be assumed that the Monks took their name from the region in 
France in which they settled in the Eleventh Century, it still remains true 
that it became peculiarly their designation. And the word ‘Chartreuse’ 
as applied to the liqueur which for generations they made and sold cannot 
be regarded in a proper sense as a geographical name. It had exclusive 
reference to the fact that it was the ligquewr made by the Carthusian Monks 
at their Monastery. So far as it embraced the notion of place, the de- 
scription was not of a district, but of the Monastery of the Order—the 


abode of the Monks—and the term in its entirety pointed to production by 
the Monks.” 


And from the Hamilton Brown Shoe Company case the Court 
quoted: 
“We do not regard the words ‘The American Girl, adopted and em- 


ployed by complainant in connection with shoes of its manufacture, as 
being a geographical or descriptive term. It does not signify that the 
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shoes are manufactured in America, or intended to be sold or used in 
America, nor does it indicate the quality or characteristics of the shoes. 
Indeed, it does not, in its primary signification, indicate shoes at all. It 
is a fanciful designation, arbitrarily selected by complainant’s predecessors 
to designate shoes of their manufacture. We are convinced that it was 
subject to appropriation for that purpose, and it abundantly appears to 
have been appropriated and used by complainant and those under whom it 
claims.” 

In summing up the effects of these two cases, the Court of 


Appeals said: 


“The rulings just referred to establish the proposition that the fact 
that a word or expression has a geographical meaning does not prevent its 
appropriation as a trade-mark or as the designation of a manufacturer’s 
or dealer’s product, when it is so used as not to have a geographical or 
descriptive signification, nor make legally impossible the assertion in good 
faith of a claim of exclusive right to use such word or expression for a 
non-geographical and non-descriptive purpose, even though such use may 
result or have resulted in its acquiring a new meaning or new meanings 
separate and distinct from the one it had before.” 

The Court then held that E. McIlhenny did not use the word 
“Tabasco” as a geographical or descriptive term, and, consequently, 
that it did not indicate the place of manufacture. Neither did it 
indicate the kind of pepper which was the principal ingredient, as 
the pepper at that time was not known as “Tabasco” pepper. All 
the findings of fact and con¢lusions of the Court of Appeals in that 
case are fully applicable to the present case. 

The finding of the Court of Appeals for the District of Colum- 
bia that the registration by plaintiff's predecessor of the trade-mark 
had been fraudulently obtained, was based on the fact that in the 
application for registration, it was stated that applicant’s use of 
the name “Tabasco” had been exclusive, whereas the testimony 
showed that several other manufacturers, during the preceding ten 
years, had, to its knowledge, used the word in connection with 
pepper sauce. From the stipulation in the present case, it appears 
that the term “exclusive use” had, up to that time, been uniformly 
held by the Commissioner of Patents to mean “rightfully exclusive” 
as distinguished from “sole and exclusive,” and that the application 
was signed on the assurance of reputable counsel, that, in the legal 
sense of the word, the McIlhenny use had been exclusive. The 
name had been used by Edmund MclIlhenny and his successors, since 
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1868, and the five or six other manufacturers who had used it during 
the preceding few years had been notified of the McIlhenny claim 
to its exclusive use as a trade-mark. Had the application disclosed 
such use of the word by others, on proof that it was a wrongful use, 
plaintiff's predecessor would still have been entitled to the registra- 
tion of the trade-mark. Under the circumstances, as thus explained, 
I think the applicant’s representation of exclusive use of the name 
was not made in bad faith. 

As to the effect of that decree, the Court of Appeals in the 
Gaidry case held that the cancellation of McIlhenny’s trade-mark 
could not affect his rights, if he, in fact, had acquired, at that time, 
a common law technical trade-mark; that a trade-mark, if it exists, 
exists independently of registration, and that cancellation does not 
extinguish a right which the registration did not confer, citing 
Edison v. Thos. A. Edison, etc., Co., 128 Fed. 1018; Capewell 
Horse Nail Company v. Mooney, 172 Fed. 826. 

In support of defendant’s contention that, if McIlhenny origi- 
nally had a trade-mark right in the name “Tabasco,” it was lost 
when his patent for the manufacture of pepper sauce, taken out in 
1870 expired, the leading case relied on is Singer Manufacturing 
Company v. June Mfg. Co., 163 U. S. 169, wherein it was held that, 
on the expiration of a patent, the public has the right, not only to 
make the patented article, but to use the identifying name it came 
to be known by with the acquiescence of the patentee during the 
term of the patent. The facts, however, in the present case make 
the Singer case inapplicable. MclIlhenny continued to make his 
sauce by the process and with all the ingredients described in the 
patent only for about five or six years, since which time he and 
his successors have eliminated several of the ingredients and have 
manufactured the sauce simply “by mixing crushed pepper pulp 
with vinegar and salt.” During the short time McIlhenny manu- 
factured the sauce under the patent, his business was very small and 
of little consequence. The marked growth of the business has 
been during later years, long after the abandonment of the patent. 
The word “Tabasco” has been in actual use since such abandon- 
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ment of the patent to describe a sauce which was not made by the 
patented process. The Court of Appeals in the Gaidry case said: 


“If Edmund Mclihenny, prior to the expiration of the patent to him, 
had acquired the exclusive right to use the word ‘Tabasco’ with reference to 
a sauce not made by the patented process, that right was not extinguished 
by. the expiration of the patent, as the patent had nothing to do with the 
acquisition of it. The expiration of the patent did not have the effect of 
conferring on the public, or the plaintiff as a part of it, any right with 
reference to the name of the thing which was not a subject of the patent.” 

Defendant Bulliard, concededly, has a perfect right, so far as 
plaintiff is concerned, to make sauce in accordance with the patent, 
but he does not pretend to be doing so, and, in fact, since the adop- 
tion of the National Prohibition Amendment to the Constitution and 
the passage of an enforcement statute by Congress, he may not do 
so, as the patented process provided for a mixture of alcohol as 
well as vinegar with the pepper pulp. This then, is not the case 
of a manufacturer, after the expiration of a patent, availing him- 
self of the right to make the identical article patented and claim- 
ing the right to identify it by the name given to it by the inventor, 
or acquired by it as identifying the patented article. What the 
defendant desires is not the right to the use of the process, to which 
plaintiff makes no objection, but the right to the use of the name to 
designate a sauce not made in accordance with the patented process. 
Ordinarily the name is but an incident, a matter of but secondary 
importance to the substance of the thing patented, but in this case 
the name is of great commercial value, whereas the patented process, 
long since abandoned, is absolutely worthless. 

Even had Mcllhenny not abandoned his patent but continued to 
use the patented process, it does not necessarily follow that the de- 
fendant, on the expiration of the patent, would have had the right 
to give to a sauce manufactured by him by the patented process, the 
name “Tabasco.” In Hopkins on Trade-Marks, 2nd Ed., page 80, 
after a statement of the general rule that the right to use the name 
passes to the public with the dedication resulting from the expira- 
tion of the patent, it is added— 


“There seems to be an exception to this general rule where the use of the 
name antedated the existence of the patent, and where it further appears 
that the name and not the patent gave its value to the article.” 
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See Thompson v. Batcheller, 98 Fed. 660; President Suspender Co. 
v. McWilliams, 288 Fed. 159 [7 T. M. Rep. 103]; Searchlight Gas 
Company v. Prest-o-lite Co., 215 Fed. 692 [4 T. M. Rep. 278]. 
The use of the name “Tabasco” preceded the patent by about two 
years, and, as similar sauces with the same ingredients have for 
many years been on the market, it is clear that it was the name and 
the intrinsic merit of the article, rather than the patent, which gave 
the sauce its value. 

The conclusion of the Court is that plaintiff’s predecessor origi- 
nally acquired a valid trade-mark in the word “Tabasco” as applied 
to pepper sauce, and that, by no action or inaction during the sub- 
sequent years, has plaintiff lost the resultant right to its exclusive 
use. The use of the same word by defendant to designate his sauce 
constitutes an infringement of plaintiff’s trade-mark, but, in view 
of the ruling of the United States Court of Appeals for the District 
of Columbia, and of the Supreme Court of Louisiana, in the cases 
heretofore noted, such bad faith cannot be ascribed to defendant in 
the use of the word as would warrant an award of damages against 
him. 

The plaintiff further is entitled to relief on its claim of unfair 
competition—in addition to violation of its trade-mark—in that the 
sauce manufactured by the defendant is intentionally so bottled and 
packaged as to be easily mistaken for that of plaintiff. Such close 
resemblance in the dressing of the two products, I must conclude, 
was by design rather than by accident. At the time defendant 
began his manufacture of the sauce in 1916, the label then in use 
on plaintiff’s bottle contained the following printed matter: 


“Caution: This sauce should always be mixed with your gravy, vinegar, 
or other condiment, before using. One or two drops are enough for a 
plate of soup, meat, oysters, etc., etc. 

“It is superior in flavor to, and cheaper than any similar preparation; 
one bottle being equal to a dozen of the ordinary Kind. Established 1868. 

“Use only Mellhenny’s, the original and genuine.” 


The first paragraph of the caution was copied verbatim by the 
defendant on his labels, and for the second paragraph, was sub- 


stituted: ‘It is superior in flavor to any similar preparation.” The 
last line, ‘Use only MclIlhenny’s the original and genuine,” was 
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changed to read: ‘Use only the genuine Evangeline, put up by 
Ed. Bulliard, St. Martinville, La.” 

The directions for use then printed on the McIlhenny carton 
were likewise copied at length and verbatim on the Bulliard pack- 
age. Defendant in explanation states that he did not intend to 
have his carton printed in imitation of complainant’s, but that, in 
ordering said cartons, he sent with the sample a slip containing 
words that he desired placed on his own cartons, which the printer 
misunderstood, and, instead, copied thereon the printed matter on 
the MclIlhenny carton “sent as a guide for shape and size.” He 
admits, however, that the printed matter on the label of the Mcll- 
henny bottle was printed as ordered, but states that such labels and 
such cartons were used for only about a month. Neither plaintiff 
nor defendant, it appears, has used this printed matter during the 
past two or three years. 

It appears from defendant’s own statement, that the Mcll- 
henny bottle and carton were used as a guide in the manufacture 
of his own, and the inference must follow that his intention then 
was to make it appear to the casual observer that his sauce and 
that of plaintiff were one and the same, and thus secure the advan- 
tage of the extensive advertisement and wide demand for plaintiff's 
product, which the stipulation shows is sold in every State of the 
Union and many foreign countries and is handled by a large majority 
of the jobbers in the United States. 

Not only was the printed matter on the McIlhenny bottle and 
carton copied, but defendant adopted a bottle and carton of the 
same size and shape and strikingly similar to that of plaintiff. 
During the past few months the shape of the defendant’s bottle has 
been changed from round to polygonal—so slight a change as not 
to be readily noticeable. Defendant’s bottles, like those of plaintiff, 
now in use, are small and slender, with long neck, filled with a red 
liquid, and provided with a sprinkler or dropper. Placed side by 
side, there are differences easily discernible which would not, how- 
ever, be readily noted by the average purchaser seeing the respective 
bottles on different occasions, the chief distinguishing mark of de- 
fendant’s being a picture of a live oak tree with a blue background 
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and the word “Evangeline” preceding “Tabasco Sauce.’ There is 
also a difference in the color of the lead foil on the mouth of the 
bottles, but it is a difference which would not likely be noticed unless 
called to the attention of the prospective purchaser. The general 
appearance, the ensemble, is so similar that it is apparent that the 
Bulliard product may easily be mistaken for that of McIlhenny’s. 

The policy of the law favors competition as “the life of trade,” 
but it insists that it be fair. Unfair competition discourages the 
incentive to superior workmanship and robs the honest trader of 
the just reward of his skill and industry. It permits the unscru- 
pulous dealer to deceive the public and to profit by the sale of a 
spurious article in the dress of a well known and popular brand. 
In justice to the established business of the manufacturer, and in 
protection of the rights of the public, the law places the stamp of 
its disapproval on such business methods. No man should be per- 
mitted to put his goods on the market in another’s livery, but, where 
the same articles are manufactured by competitors, the product of 
each should be so presented as to be readily recognizable as the 
handicraft of its maker. It should stand on its own merits and 
gain its way to popular favor by its own inherent quality. 

With the expansion of commerce, there has been developed in 
recent years a well defined jurisprudence in cases of this character, 
involving what has come to be known as unfair competition. The 
doctrine, now well recognized, both by the English and American 
Courts, is thus well expressed by the Lord Chancellor in Powell v. 
Birmingham Vinegar Brewery (1897), A. C. 710, 14 R. P. C. 720, 
727: 


“The proposition of law is one which, I think, has been accepted by 
the highest judicial authority, and acted upon for a great number of years. 
It is that of Lord Justice Turner, who says, in terms: ‘No man can have 
any right to represent his goods as the goods of another person. In an 
application of this kind, it must be made out that the defendant is selling 
his own goods as the goods of another.’ That is the only question of law 
which, as it appears to me, can arise in these cases. All the rest are ques- 
tions of fact. The most obvious way in which a man would be infringing 
the rule laid down by Lord Justice Turner is if he were to say in terms, 
‘These are the goods manufactured by’ a rival tradesman; and it seems to 
be assumed that unless he says something equivalent to that no action will 
lie. It appears to me that that is an entire delusion. By the course of 
trade, by the existence and technology of trade, and by the mode in which 
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things are sold, a man may utter that same proposition, but in different 
words and without using the name. By the identity of the form of the 
bottle or the form of the label, or the nature of the thing sold in the pack- 
age, he is making the statement not in express words, but in one of those 
different forms in which the statement can be made by something that he 
knows will be so understood by the public. In each case it comes to be a 
question whether or not there is the statement made and if the statement 
is made, there can be no doubt of the legal conclusion that he must be re- 
strained from representing that the goods he makes are the goods of the 
rival tradesman. Then you get back to the proposition which I have 
read from Lord Justice Turner.” 

And in the case of MacLean v. Fleming, 96 U. S. 245, the 
Supreme Court thus succinctly upholds the doctrine: 


“The latter has obtained celebrity in his manufacture; he is entitled 
to all the advantages of that celebrity, whether resulting from the greater 
demand for his goods or from the higher price the public are willing to 
give for the article, rather than for the goods of the other manufacturer, 
whose reputation is not so high as a manufacturer.” 

See also New England Awl & Needle Company v. Marlboro 
Awl & Needle Co., 168 Mass. 154, 46 N. E. 386. 

Not only did defendant adopt the name and imitate the bottles 
and cartons in use by plaintiff, but at the very beginning, when he 
started the manufacture and sale of his sauce in competition with 
the long established business of plaintiff, he printed on his bottle 
labels a caution to use “only the genuine Evangeline,” thus ap- 
parently seeking to create the impression that such “Evangeline” 
Tabasco Sauce was an old and established brand, against spurious 
imitations of which the public should be warned. These facts and 
circumstances lead to the conclusion that defendant’s effort was to 
so imitate the bottling and packaging of plaintiff's sauce as to 
readily deceive the unobservant consumer, while yet preserving a 
sufficient distinction between the two, as would permit the building 
up of a demand from dealers for his own product. 

Of course, there are differences in the appearance of the re- 
spective bottles, and of the respective cartons, but they are what 
Judge Lacombe in Scheuer v. Muller, 74 Fed. 225, 228, calls 
“arguable differences”; and, what was said by Judge Lurton in 
Paris Medicine Co. v. Hill, 102 Fed. 148, 150, may be said in this 
case, “the differences are less observable than the resemblances.” 
And when, on the similar appearing bottles and packages, there is 
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printed the name “Tabasco,” defendant’s product is well calculated 
to deceive the average user of the sauce, who is not expected to 
remember more than the general features of a mark, brand or label, 
(Little v. Kellum, 100 Fed. 358, 854; Cantrell v. Butler, 124 Fed. 
290; Kosterling v. Seattle Brewing Co., 116 Fed. 620; Scriven v. 
North, 184 Fed. 866, 378), and is not supposed to know that imita- 
tions exist (Wellman v. Ware, 46 Fed. 289). 

The fact that defendant has not only dressed his product in 
imitation of that of the plaintiff, but has, in addition, likewise used 
plaintiff's trade-mark, gives added reason why the Court should 
require that hereafter defendant not only discontinue the use of the 
name “Tabasco,” but that he adopt a new and distinctive bottle and 
carton, such as will clearly and unmistakably differentiate his sauce 
from the “Tabasco Pepper Sauce” manufactured by plaintiff. De- 
fendant may thus place himself in a position to in turn claim the 
protection of the law, should others thereafter attempt to infringe 
his trade-mark or to imitate the dressing and packaging of his 
product. 

A decree will be entered in accordance with the prayer of 
plaintiff's petition, enjoining the defendant from using or employ- 
ing in connection with the manufacture, bottling, and packaging, 
advertisement and sale of his sauce, the word “Tabasco,” and from 
using or employing in connection with such manufacture, advertise- 
ment and sale of such sauce, bottles, wrappers, cartons, or packages, 
like those shown in the exhibits herein filed, or so resembling those 
of plaintiff as to be calculated to induce the belief that such sauce 
is that manufactured by plaintiff. 


{Nore: For related case see McIlhenny Co. v. John Sexton & Co., 10 
T. M. Rep. 175.] 
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MaTerRiAL Men’s MERCANTILE AssociaTION, Limitep, v. MATERIAL 
Men’s Crepit Acency, INC., ET AL. 
(180 N. Y. Supp. 801; 191 App. Div. 73) 

New York Supreme Court, Appellate Division, First Department 


March 5, 1920 


Trape-Marks—Corporate NaAmMEs. 

The name “Material Men’s Credit Agency, Inc.,” held not to be so 
similar to the name “Material Men’s Mercantile Association, Limited,” 
as to deceive the public as to the identity of the corporations bearing 
such names. 

From a judgment obtained at Special Term, New York County, 
in favor of plaintiff, defendants appeal. Judgment reversed and 
complaint dismissed. 


Argued before Cuiarke, P. J., and Dow.tne, Smiru, Pace, 
and Puixesin, JJ. 


Leo B. Kreutzer, of New York City (Hiram Thomas, of New 
York City, of counsel), for appellant Material Men’s 
Credit Agency, Inc. 

Samuel Weinstein, of New York, for appellant Rich. 

Nathan Schulman, for appellant Goldsmith. 

Phillips §& Avery, of New York City (Frank M. Avery, of New 
York City, of counsel, and Earl A. Darr, of New York 
City, on the brief), for respondent. 


Pace, J.: The plaintiff brought an action against the “New 
York Material Men’s Mercantile Association, Inc.” At Special 
Term the complaint was dismissed. Upon appeal to this court the 
judgment was reversed, and judgment granted for the plaintiff. 
169 App. Div. 843, 155 N. Y. Supp. 706 [6 T. M. Rep. 46]. This 
decision was affirmed by the Court of Appeals without opinion. (224 
N. Y. 670, 121 N. E. 878.) Instead of changing the name of the 
corporation defendant in that action, the persons interested in that 
corporation organized a new one and incorporated under the name 
of “Material Men’s Credit Agency, Inc.” This action was brought, 
and the Special Term has granted judgment for the plaintiff, hold- 
ing that: 
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“In selecting the name ‘Material Men’s Credit Agency, Inc.” in an 
apparent effort to overcome the criticism of the court in the former case, 
the defendant has been guilty of a more flagrant violation of the plaintiff's 
rights than in the use of the previous name, which prefixed the words ‘New 
York.’ ” 

The learned trial justice entirely misconceived the scope and 
effect of the decision of the former case by this court, for he says 
in his opinion: 

“In that case the court distinctly pointed out that the plaintiff was 
entitled to protection in its long-established use of the words ‘Material 
Men’s’ as forming a part of its business name, so far as the defendant was 
concerned.” 

On the contrary Justice Laughlin expressly stated in his 
opinion (169 App. Div. at page 849, 155 N. Y. Supp. at page 711 
[6 T. M. Rep. 52]): 


“Although the evidence relating to the secondary meaning acquired by 
the words ‘Material Men’s’ is, under the decisions in Koehler v. Sanders, 
122 N. Y. 65 [25 N. E. 235, 9 L. R. A. 576]; Employers’ Liability Assur- 
ance Corporation v. Employers’ Liability Insurance Company, 10 N. Y. 
Supp. 845, affirmed as to this point, 61 Hun. 552 [16 N. Y. Supp. 397], and 
Commercial Advertiser Ass'n v. Haynes, 26 App. Div. 279 [49 N. Y. Supp. 
938], not sufficient to warrant the court in deciding that the plaintiff is en- 
titled to the exclusive use of those words in its corporate name, yet we are 
of the opinion that the defendant should not be permitted to use those words 
in its name without accompanying them by other words clearly distinguish- 
ing the defendant from the plaintiff.” 

The real point in that case was that the two names were 
identical, with the exception that the defendant had prefixed the 
word “New York,” and, as the plaintiff had conducted business in 
New York for upwards of twenty-five years, it became and was in 
effect the New York Material Men’s Association which was the 
name adopted by the defendant (169 App. Div. 847, 155 N. Y. 
Supp. 711 [6 T. M. Rep. 49]), and that the courts have frequently 
held that the addition of a prefix or suffix to the corporate name is 
not sufficient to distinguish one name from another and prevent 
deception (169 App. Div. 848, 155 N. Y. Supp. 711 [6 T. M. Rep. 
50}). 

The question, therefore, of the right to use the words “Material 
Men’s” as a part of the corporate name of another corporation, 


with other words clearly distinguishing it from the plaintiff, was 
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recognized by this court and the Court of Appeals. It could not 
be otherwise, for the words “Material Men’s” are not descriptive of 
the plaintiff but refer to a class of business men whom plaintiff 
serves. The words “Material Men’ mean persons who furnish 
materials used in the construction or repair of a building or vessel. 
(Black’s Law Dict.; Bouvier’s Law Dict.) The word is used and 
defined in the Lien Law. (Lien Law [Consol. Laws, c. 88] § 2.) 
It is similar in this regard to “Hardware Men,” “Dry Goods Men,” 
“Bankers,” or any other word that designates men of a particular 
trade or business. 

We have, then, the question whether the words “Credit Agency” 
are so nearly similar to the words “Mercantile Association” that, 
used in conjunction with “Material Men’s,” they would tend to 
deceive the public into believing that the defendant and plaintiff 
were the same. It seems clear that they are not, and that these 
words are sufficient to clearly distinguish the defendant from the 
plaintiff. There was no evidence given tending to show that any- 
body had been deceived into the belief that the business of the de- 
fendant was that of the plaintiff. Six envelopes were put in evi- 
dence, addressed as follows: 


“Material Men’s Credit Association,’ “Material Men’s Credit Ass.,” 
“Material Men’s Credit Assn.,” “Material Men’s Merc. Agency,” “Material 
Men’s Agency.” 

All these letters were addressed to 41 Park Row, the office 
of the plaintiff, and were written by the plaintiff’s customers. 
These letters had no reference to the defendant, “‘and at best would 
only be evidence of a confusion in the public mind as to plaintiff's 
own corporate name. * * * They would not be proof of any con- 
fusion in the public mind as to the identity of plaintiff and defend- 
ant, for they all reached the plaintiff.” These envelopes were not 
properly received in evidence. “There was no proof of their au- 
thenticity or the circumstances under which they came to be sent.” 
Henry Romeike, Inc., v. Albert Romeike & Co., Inc., 179 App. Div. 
712, 167 N. Y. Supp. 285 [7 T. M. Rep. 618], affirmed 227 N. Y. 
Memoranda, 9, 124 N. E. 898 [9 T. M. Rep. 386]. 
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There was no evidence that the stationery or any printed matter 
of the plaintiff had been imitated; there is no evidence of any repre- 
sentation that the two corporations are identical, nor any competent 
evidence that there was any confusion in the public mind. The 
plaintiff's case rests upon the theory that it has a right to the ex- 
clusive use of the words “Material Men’s” as a part of a corporate 
name, which has been adjudicated against it. 

The judgment should be reversed, with costs, and the com- 
plaint dismissed, with costs. Settle order on notice. All concur. 


Darcy & WotrForp, INc., v. STOERMER 
(N. Y. Law Journal, April 23, 1920) 


New York Supreme Court, Special Term, Part IV 
April 22, 1920 


TrapE-Marks—Titte or Dramatic Work—“THeE TipaL Wave.” 

The phrase “The Tidal Wave” may be appropriated as a title by 
one author of a dramatic work so as to prevent its use by another, 
when it is employed in a secondary sense, meaning “a tidal wave of 
human events.” 


For previous decisions in this case, see 10 T. M. Rep. 115. 


GiecericH, J.: When this case was before me for considera- 
tion upon the evidence taken upon the original hearing, there was 
nothing to show that the defendant had not used the expression 
“tidal wave” in a primary as distinguished from a secondary sense. 
The contrary rather was indicated. Upon the reopening of the case 
for additional proof it has been conceded that the words are used 
in a secondary sense, meaning “‘a tidal wave of human events,” in 
the words of the defendant’s attorney. Since therefore the defend- 
ant’s use of the expression is not literal, but metaphorical, he must 
yield to the plaintiff's prior right and prior use. It may be added 
that the defendant should not have difficulty in finding some other 
figurative title for his production which will be adequate to denote 
its general character. I have considered the various points raised 
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by the defendant’s counsel in opposition to the plaintiff's claim, but 
have reached the conclusion that there should be judgment for the 
plaintiff, with costs. The plaintiff only has submitted requests for 
findings, but as no mention is made therein of the reopening of the 
case and the taking of additional proof, such requests may be with- 
drawn and new ones substituted in place thereof. Such new re- 
quests, with proof of service, should be submitted within five days 
after the publication of this memorandum. The defendant may 
within the same period submit his requests to find, with proof of 
service. The papers so far received by me have been returned to 
the clerk, to whom all further papers should be handed in. 


Taxt & Yetitow Taxi OperatinG Co. v. Martin 
Same v. Harvey 


SaMeE v. DuNN 
(108 Atlantic Rep. 763) 


Court of Chancery of New Jersey 
December 5, 1919 


1. Uwnrair Competirion—Imrratine Coton oF TaxicaBs. 

Where complainant, who had earned the good-will of the public 
by efficient service, used cabs distinguished principally by a yellow 
body, and defendants, competitors of complainant, painted their cabs 
the same color, defendants were guilty of unfair competition, although 
their cabs differed from those of the complainant in certain particulars 
which might be recognized by an expert; it being the yellow body 
which would catch the eye of the ordinary patron. 

2. Uwnram Competirion—Imrratinc Coror—Ricut to Monoporize Coxor. 

While it is said that one cannot monopolize color, a newcomer 
in a given field will be restrained from using a particular color if such 
use leads to confusion between his goods and those of another already 
established in that field. 


Three suits for injunction brought by the Taxi & Yellow Taxi 


Operating Co. against three separate defendants. Injunctions 
granted. 


John A. Bernhard, of Newark (Merrit Lane, of Newark, of 
counsel), for complainant. 

Riker & Riker, of Newark (Andrew Van Blarcom, of Newark), 
for defendants. 
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Backes, V. C.: The complainant operates a line of taxicabs in 
Newark, and has an established business known as the “Yellow 
Taxicabs” service. It has earned its trade, and the good-will of 
the taxi-riding public, by efficient and satisfactory service, and by 
extensive advertisement. Its taxicabs are popular, and well known 
by their peculiar and distinctive dress—black, with yellow body, 
chassis and wheel spokes trimmed yellow, and are familiarly known 
as the “Yellow Taxicab” or “Yellow Taxis.”” The complainant’s 
principal stations are at the Pennsylvania and Central Railroad 
depots in Newark, where it has contractual privileges. The three 
defendants are competitors, with a station at the Central Railroad 
depot. There they jointly maintain an office and ’phone for receiv- 
ing and answering calls. Up until last August they operated taxi- 
cabs painted solid black. At that time they each purchased new 
ones of the same general type, as to structure and design, as the 
complainant’s, but dark over all in color. For the purpose of at- 
tracting trade, as they admit, they had the bodies repainted yellow, 
like those of the complainant’s cabs. There is a shade’s difference ; 
the defendants’ cabs appearing to have faded slightly by longer ex- 
posure. This is observable on side by side comparison, with good 
light, but with the cabs apart is not appreciable. I have inspected 
the two sets of cabs and they are as near alike as the proverbial 
peas in a pod. The defendants point to certain features in their 
cars as distinguishing them from the complainant’s. Their em- 
blem on the doors is a circle, while that of the complainant is a key- 
stone, and slightly larger. Their wheel spokes are black. Their 
cabs carry no meter; the complainant’s do. Their chauffeurs are 
not in uniform; the complainant’s are. Their headlights differ 
from those of the complainant’s. One carries a spot light; the 
other does not. These are variations, not distinctions. They are, 
no doubt, recognized by the expert automobilist, but with the 
ordinary patron and the undiscriminating public they pass un- 
noticed. The predominant feature that catches the eye and makes 
the impression is the conspicuous yellow body. 
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The motive and object of the defendants in adopting the get- 
up of the complainant’s cab is palpable, and the conclusion is irre- 
sistible that they deliberately set out to annex the complainant’s 
patronage by palming off their cabs for those of the complainant. 
They had previously intimated their purpose, in confidence, to their 
friends. Such conduct in trade is unfair, unconscionable, and 
fraudulent, and will be enjoined. International Silver Co. v. 
Rogers, 67 N. J. Eq. 646, 60 Atl. 187, 110 Am. St. Rep. 506, 3 
Ann. Cas. 804; L Martin Co. v. L. Martin & Wilckes Co., 75 N. J. 
Eq. 257, 72 Atl. 294, 21 L. R. A. (N. S.) 526, 20 Ann. Cas. 57. It 
is a lame, and obviously false, excuse the defendants naively give 
for the imitation—that yellow, of approximately the same hue used 
by the complainant, was ingenuously chosen because of its more 
durable quality than other colors—considering that the paint on 
their newly painted cabs would last the average life of a taxicab. 
But even if this excuse were true, it would not avail, for, whether 
the similarity be calculated or accidental, if it appears that the re- 
semblance necessarily or probably tends to deceive the public into 
the belief that the taxicabs of the defendants are those of the com- 
plainant, it would be prohibited as unfair trading. Confusion has, 
in fact, resulted from the close resemblance. The principles of 
law on the subject are so familiar to the student of the opinions of 
this court and the appellate court that extended citation of author- 
ities would be useless labor. The latest expression of the doctrine 
concerning unfair trade is to be found in the opinion of the Court of 
Errors in Hilton v. Hilton, 107 Atl. 268 [9 T. M. Rep. 391], where 
many of the cases are gathered. 

The defendants contend, in justification of their action, that, 
as color is common property, it cannot be monopolized by the com- 
plainant. That is true as a general proposition, but it begs the 
question. Nims, in his work on Unfair Competition and Trade- 
Marks, p. 238, succinctly answers the argument in this manner: 


“One often sees the rule stated that the use of color or form or shape 
or any of the characteristics which may be used by all in the making of an 
article does not, of itself, amount to unfair competition. This is true in 
a sense and untrue in another sense. The effect of imitating a single 
feature of an article varies with every case. No definite rule can be laid 
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down. It depends on the conspicuousness of the feature copied. Will its 
use of this feature cause buyers of the article to be confused and deceived? 
If it will, the question then arises as to the extent to which the court has 
power to enjoin its use. It can grant no decree which will give to the com- 
plainant a monopoly of the use on any particular line of goods of any 
color, form, size, or other common feature of the article. If, however, the 
plaintiff has used a peculiar form, or shape, or size, he will be protected 
on its use even against one who copies his goods in this one particular 
only. Seldom does the newcomer in any commercial field have absolute 
rights as to the use of these common characteristics of the article he sells. 
He must first consider, not himself, but those who entered the field before 
he did, with whom the public have become acquainted. If he cannot enter 
the business without confusing himself with one or more of these older 
concerns he will be compelled to stay out. Said the Massachusetts court on 
this point as to the use of an oval loaf in the manufacture of bread: ‘And 
the defendants would have a right to make and sell bread which has that 
shape, were it not for the fact that bread of that shape means to the public 
that it is made by the plaintiff” For v. Best Baking Co., 209 Mass. 251, 
95 N. E. 747 [1 T. M. Rep. 245] (1911, Loring, J.).” 


See, also, Hopkins on Trade-Marks, § 116; 38 Cyc. p. 842; 
Buck’s Stove & Range Co. v. Kiechle (C. C.) 76 Fed. 758; Florence 
Mfg. Co. v. Dowd & Co., 178 Fed. 78, 101 C. C. A. 565; Coca-Cola 
Co. v. Gay-Ola Co., 200 Fed. 720, 119 C. C. A. 164 [38 T. M. Rep. 
1]; Moxie Co. v. Daoust, 206 Fed. 484, 124 C. C. A. 316 [8 T. M. 
Rep. 371]; Winterton Gum Co. v. Autosales Gum Co., 211 Fed. 612, 
128 C. C. A. 212 [4 T. M. Rep. 237]; Hiram Walker § Sons v. 
Grubman (D. C.) 222 Fed. 478 [5 T. M. Rep. 266]. 

Another answer is that in this instance the defendants barred 
themselves of the plea of common property by deliberately plan- 
ning and executing their scheme to capture the complainant’s pa- 
trons by applying the common color to their cabs in simulation of 
those of the complainant—intentional fraud. International Silver 
Co. v. Rogers, supra; L. Martin Co. v. L. Martin & Wilckes Co., 
supra. 

The defendants will be enjoined from operating their cabs for 
public hire, in Newark, in their present garb. 

Complainant is entitled to costs. 
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M. M. Newcomer Co. v. Newcomer’s New Srork, ET AL. 
(217 Southwestern Rep. 822 


Supreme Court of Tennessee 


November 15, 1919 


1. Unram Comperrrion—Use or Personan Name. 

While a natural person has a right to use his family name in con- 
ducting business, he must do this honestly, and not as a means of 
pirating upon the good-will of a rival by passing off his goods or 
business as the goods or business of his rival who gave the name its 
reputation and value. 


. 2. Unram Competrrion—Use or Corporate NaAMEs. 


A corporation may not adopt as its corporate name a name 
similar to the trade-name of a person or concern previously engaged in 
a similar business, when its use of that name will have the effect of 
deceiving or misleading the public. 

3. Unram Comrrririon—Use or Trap—E anp Corporate Names—Proor 

or Insury. 

It is not necessary to prove that the public has actually been 
deceived by a similarity of names; it is the liability to deception and 
consequent injury which justifies the issuance of an injunction. 


Upon a bill brought to restrain the use of a name the Chan- 
cellor had made perpetual a temporary injunction granting the 
prayer. Defendants appealed to the Court of Civil Appeals, which 
affirmed the decree, and they now bring certiorari. Decree affirmed. 


Charles H. Smith, of Knoxville, for M. M. Newcomer Co. 
Culton § Stooksbury and Green § Webb, all of Knoxville, for 
Newcomer's New Store. 


Hatt, J.: This cause presents a question of unfair competi- 
tion by one mercantile corporation toward another. 

The bill was filed by the complainant, a corporation conduct- 
ing a mercantile business in the city of Knoxville, Tenn., for the 
purpose of enjoining ‘““Newcomer’s New Store,” also a mercantile 
corporation, and the individual defendants, M. M. Newcomer, Wil- 
liam M. Claiborne, J. W. Culton, E. C. Stooksbury, and N. R. 
Williams, its stockholders, officers, and directors, from carrying on 
a mercantile business similar to that conducted by the complainant, 
and in competition with the complainant, under the name of “New- 


comer’s New Store.’ 
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An injunction was issued under the prayer of the bill restrain- 
ing the defendant corporation from using the name “Newcomer's 
New Store” in the conduct of its business. Whereupon, the de- 
fendants placed signs on their front door at 508 Gay Street in the 
city of Knoxville, where said business was being conducted, adver- 
tising said business under the name of ““Newcomer’s Store.” Then 
a supplemental bill was filed by complainant enjoining the defend- 
ants from using the name “Newcomer’s Store.” Whereupon the 
defendants adopted for their business the name of “M. M. New- 
comer, in no way connected with the M. M. Newcomer Company or 
Newcomer's Department Store.” Thereupon the complainant 
amended its supplemental bill, and the defendants were restrained 
from using the name “M. M. Newcomer” in connection with their 
business. 

Upon the hearing of the cause these temporary injunctions 
were made perpetual, and from the decree of the chancellor the de- 
fendants appealed to the Court of Civil Appeals, where said decree 
was affirmed, and the cause is now before this court upon the writ 
of certiorari for review of the decree of that court. 

Prior to the incorporation of complainant, the business con- 
ducted by it was carried on by a partnership composed of the de- 
fendant M. M. Newcomer and John E. Lewis, under the style of 
M. M. Newcomer & Co. The business was conducted at 402-410 
Gay Street. The stock in trade of the partnership consisted largely 
of ladies’ ready to wear garments, but it handled also a general line 
of notions, etc. The business was established more than a quarter 
of a century ago, and has maintained the same name and location 
as is now maintained by the corporation, who conducts substantially 
the same business and handles the same lines of goods. 

The corporation was organized and chartered in the year 1907 
under the name the ‘“M. M. Newcomer Company,” for the purpose 
of taking over and continuing the business of the partnership 
which had theretofore existed. At the first corporate meeting in 
January, 1908, the defendant M. M. Newcomer, and his associate, 
Mr. Lewis, proposed in writing to sell to the corporation all their 
title and interest in the partnership of M. M. Newcomer & Co., in- 
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cluding the entire mercantile stock, stock fixtures, lease contracts, 
accounts receivable, as well as “their name and good-will,’ in con- 
sideration that certain stock in the corporation be transferred to 
them. This proposition was accepted by the corporation through 
its board of directors,and accordingly the entire interests of the 
partnership were transferred to the complainant. The defendant 
M. M. Newcomer became the vice-president, secretary, and resi- 
dential manager of the corporation, and continued actively associ- 
ated with the complainant in the conduct of its business until the 
fall of 1918. 

The complainant carried, at the time of the filing of its bill, 
and has carried for a number of years, a stock of merchandise of 
the value of about $100,000. It enjoys a very extensive trade, hav- 
ing a large list of customers in the city of Knoxville, and through- 
out East Tennessee, and in portions of Kentucky, North Carolina, 
and perhaps other states. It does a large mail order business out- 
side of Knoxville in East Tennessee, and adjoining sections of the 
states named. 

Under the management of the defendant M. M. Newcomer, its 
business was extensively advertised in the daily papers of Knoxville 
and other papers of East Tennessee, and by various other forms of 
advertisement costing many thousands of dollars, said business be- 
ing advertised both in the newspapers and by placing signs on the 
front of the building and its front windows, and upon its delivery 
wagons. The names printed upon these signs were the same as 
used by the partnership of M. M. Newcomer & Co., and were dis- 
played by the defendant M. M. Newcomer as manager of said cor- 
poration, and are the same signs that are now being used by the 
complainant to advertise its business. On the front of the building 
was a sign in large letters, “M. M. Newcomer & Company, M. M. 
Newcomer & Company’s Department Store, 41 Stores under One 
Roof,” on the four large front windows on the second floor of the 
building in large letters appears the name “Newcomer,” and on the 
delivery wagons in large letters appears the name “Newcomer’s,” 
and hanging out across the sidewalk from the front of the building is 
a large electric sign having on it the letters reading ‘““Newcomer’s.” 
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The advertising conducted by the advertising manager under 
the direction of Mr. Newcomer, both for the partnership and the 
corporation, after it took over the business of the partnership, was 
done in the names ‘““Newcomer’s; Newcomer’s in the Heart of Knox- 
ville; All Cars Stop at Newcomer’s,” and “Newcomer’s Department 
Store,” for the reason, as the defendant Newcomer himself stated, 
that he knew if he could train the public to refer to that place as 
“Newcomer’s” it would be much easier to attract them and lead 
them to trade than to try to teach them to use the trade-name of 
“M. M. Newcomer Company” or the “M. M. Newcomer Company,” 
because to a great extent people in reading signs over places of 
business and looking through newspapers for advertisements look 
for the catch phrases instead of reading the small print. 

The evidence shows that the complainant’s business has become 
generally known to the trade, both retail and wholesale, under said 
advertised names; and likewise known to wholesalers and manu- 
facturers in other cities under said names. 

In the fall of 1918, the defendant M. M. Newcomer sold his 
stock in the complainant corporation and severed his connection 
therewith. He applied for and obtained a charter from the state 
under the name of ‘““Newcomer’s New Store,” and in the month of 
October opened said store at 508 Gay Street, selling to the retail 
trade ladies’ ready to wear garments, which business, as before 
stated, was similar to that being conducted by the complainant, 
though the complainant did not confine its business exclusively to 
ladies’ ready to wear goods. 

It appears from the proof, and both the chancellor and the 
Court of Civil Appeals found, that since defendant began business 
many packages of goods have come to the complainant addressed to 
“M. M. Newcomer” or “Newcomer’s New Store,” which did not 
belong to the complainant, but belonged to the defendant; that, 
upon the other hand, goods have frequently been received by the 
defendant intended for complainant by reason of the similarity of 
the names of the two corporations, and no little confusion has re- 
sulted to complainant by reason of this similarity of names. Both 
mail and telegrams have been confused in a similar manner, and 
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orders intended for complainant have been received, and, in many 
instances, filled by the defendant. Both freight and express in- 
tended for complainant have been received by the defendant, and 
complainant has been occasioned much delay and inconvenience by 
having its mail, freight, and express go into the hands of the de- 
fendant, and has been greatly annoyed by having orders intended for 
it filled by the defendant. This confusion, as the proof shows, has 
also caused dissatisfaction and complaint on the part of complain- 
ant’s customers; it appearing that defendant has received, on a 
number of occasions, mail orders sent to complainant by its cus- 
tomers, and has retained such orders an unnecessary and unreason- 
able length of time before delivering the same to complainant. It 
appears that, notwithstanding the efforts of complainant to prevent 
this confusion, it has continued constantly. It is stated by a num- 
ber of witnesses that the name “Newcomer,” being so well adver- 
tised and known, was a valuable asset to complainant. It further 
appears that, notwithstanding the great confusion growing out of 
the similarity of the names of the two corporations, and the efforts 
of the complainant to prevent this confusion, the defendant per- 
sisted in retaining the name “Newcomer” in connection with its 
business, which fact, we think, showed a clear intention on its part 
to benefit by the extensive previous advertisement for a long period 
of years of said name in connection with the business of complain- 
ant. If this were not the intention and purpose of the defendant, 
then all of the confusion which has resulted to both complainant 
and the defendant could have been easily avoided by the defendant 
adopting a corporate name without the association of the name 
“Newcomer” therewith. 

There is a concurrent finding by both the chancellor and the 
Court of Civil Appeals that the persistent use by the defendant of 
the name “Newcomer” in connection with its business was for the 
purpose of misleading the public and inducing complainant’s cus- 
tomers to patronize the defendant under the belief that they were 
patronizing the complainant. 

While the rule generally obtains that a natural person has an 
unqualified right to the use of his family name in conducting any 
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business, though such use be detrimental to other individuals of the 
same name, he cannot combine his name with others for the purpose 
of working a fraud. Wood et al. v. Wood, 78 Or. 187, 151 Pac. 
969, L. R. A. 1916 C, 251, Ann. Cas. 1918 A, 226 [5 T. M. Rep. 
454]; Russia Cement Co. v. Le Page, 147 Mass. 206, 17 N. E. 304, 
9 Am. St. Rep. 685; notes to International Silver Co. v. William 
Rogers Corp., 2 Ann. Cas. 407; Martell v. St. Francis Hotel Co., 
16 Ann. Cas. 593; Baker v. Gray, 192 Fed. 921, 113 C. C. A. 417, 
52 L. R. A. (N. S.) 899 [2 T. M. Rep. 141]; Stiz, etc., Dry Goods 
Co. v. American Piano Co., 211 Fed. 271, 127 C. C. A. 689 [4 T. M. 
Rep. 246]. 

The extent to which an individual may use his own name is not 
unlimited. He cannot resort to any artifice or contrivance intended 
to delude the public as to the identify of his business or products. 
Stix, ete., Dry Goods Co. v. American Piano Co., supra; tna 
Mill, etc., Co. v. Kramer Milling Co., 82 Kan. 679, 109 Pac. 692, 
28 L. R. A. (N. S.) 9384; World’s Dispensary Medical Ass’n v. 
Pierce, 188 App. Div. 401, 122 N. Y. Supp. 818. 

The court, in Stiz, ete., Dry Goods Co. v. American Piano Co., 
supra, laid down the rule as follows: 


“It is now settled beyond controversy that a family surname is in- 
capable of exclusive appropriation in trade. The right of every man to 
use his own name in his business was declared in the law before the modern 
doctrine of unfair trade competition had arisen. It is part of the law of 
trade-mark. The subject may therefore be properly approached from that 
side. If, however, the name has previously become well known in trade, 
the second comer uses it subject to three important restrictions: (1) He 
may not affirmatively do anything to cause the public to believe that his 
article is made by the first manufacturer. (2) He must exercise reason- 
able care to prevent the public from so believing. (3) He must exercise 
reasonable care to prevent the public from believing that he is the suc- 
cessor in business of the first manufacturer. This duty to warn, however, 
must not be pressed so far as to make it impracticable for the second 
comer to use his name in trade. Otherwise we destroy under the law of 


unfair trade competition the very right which we have saved under the law 
of trade-mark.” 


In the case of Chickering v. Chickering, 120 Fed. 69, 56 C. C. 
A. 475, the court held that the right to use a personal name in 
business, even one’s own, is subject to the general rules in regard to 
unfair competition. A man must use his own name honestly and 
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not as a means Of pirating upon the good-will and representation 
of a rival by passing off his goods or business as the goods or busi- 
ness of his rival who gave the name its reputation and value. No 
one will be permitted to use even his own name with the fraudulent 
intention of appropriating the good-will of a business established 
and built up by another person of the same name. 

The rule is general that a corporation may not adopt as its 
corporate name a name similar to the trade-name of a person or 
concern previously engaged in a similar business, where its use of 
that name will have the effect of deceiving or misleading the public. 
Gramm Motor Truck Co. v. Fisher Motor Co., 30 Ont. L. Rep. 1; 
British-American Tobacco Co. v. British-American Cigar Stores 
Co., 211 Fed. 983, 128 C. C. A. 481, Ann. Cas. 1915 B, 363 [4 T. 
M. Rep. 48]; General Film Co. v. General Film Co., 287 Fed. 64, 
150 C. C. A. 266 [7 T. M. Rep. 50]; Mobile Transfer Co. v. 
Schwarz, 195 Ala. 454, 70 South. 640 [6 T. M. Rep. 259]; Bender 
v. Bender Store, etc., Fixture Co., 178 Ill. App. 203; Dyment v. 
Lewis, 144 Iowa 509, 1238 N. W. 244, 26 L. R. A. (N. S.) 78; 
Finney’s Orchestra v. Finney’s Famous Orchestra, 161 Mich. 289, 
126 N. W. 198, 28 L. R. A. (N. S.) 458; J. I. Case Plow Works v. 
J.I. Case Threshing Mach. Co., 162 Wis. 185, 155 N. W. 128. 

The court in this latter case, after reviewing the authorities, 
laid down the rule as follows: 


“The legal principals which are controlling here are simply the prin- 
ciples of old-fashioned honesty. One man may not reap where another 
has sown nor gather where another has strewn. A man may manufacture 
and sell unpatented articles and use his own name in doing so, but, if an- 
other has previously and rightfully made that name valuable as a trade- 
name descriptive of the same kind of goods, he has created a property 
right therein which may not be appropriated by a subsequent manu- 
facturer, even though he bear the same name; and, if necessary to prevent 
that result, conditions and limitations upon the use of the name will be 
enforced by the courts, which will preserve to the first manufacturer the 
fruits of his industry and prevent the public from being misled. The ex- 
tent of these conditions and limitations varies according to the circum- 
stances of the case and is limited only by their sufficiency to accomplish 
the result named.” 


In Munn v. Americana Co., 82 N. J. Eq. 63, 88 Atl. 330 [3 T. 
M. Rep. 504], the court said: 
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“No corporation has the right, in assuming a name in which to carry 
on its business of publication, to adopt a name which prima facie and 
without explanation would fairly and reasonably indicate to a person deal- 
ing with it, of average and ordinary intelligence, that the work was the 
publication of another. The restrictions upon the selection and use of 
corporate names, or methods of business, tending to deceive the public, 
are independent of statutory restrictions and additional thereto, and may 
be enforced on behalf of persons (in this case other publishers) to whom 
the use of the name would occasion an injury.” 


In Mobile Transfer Co. v. Schwarz, supra, it was held that a 
person who assumed the name of a dissolved corporation of which 
he had been the receiver was entitled to an injunction restraining 
another corporation from using a similar corporate name. The 
court, in passing upon the question, said: 


“Without deciding whether or not appellee had, or had acquired, the right 
to use the name of the insolvent corporation of which he was receiver, dis- 
solved while he was acting. in such capacity, or to use a name similar 
thereto, it is a sufficient answer to say that appellant does not claim under 
or through the rights of the dissolved corporation, or through any of its 
stockholders or creditors. In other words, appellant is a stranger to the 
defunct body corporate, and there is no wwiiniee to show or tending to 
show that any fraud, wrong, or injury has ever been done or ever will be 
done the public, or to such stockholders or creditors, by the use of the 
borrowed name by appellee. Appellee’s use of the corporate name, or of a 
similar name, gives appellant no right to use the business name of ap- 
pellee.” 


It would seem that the rule is well established that a corpora- 
tion must not by any artifice deceive the public so that its goods 
may be sold for those of a person or corporation having a similar 
trade-name. 

It has been held that it is not necessary to prove that the 
public has actually been deceived by the similarity in names. It 
is the liability to deception and consequent injury which justifies 
the issuance of an injunction. If the court can see that confusion 
and deception are liable to result from the similarity of names, it will 
not refuse injunctive relief because the damage has not already 
been done. Material Men’s Mercantile Ass’n v. New York Ma- 
terial Men’s Ass’n, 169 App. Div. 843, 155 N. Y. Supp. 706 [6 T. 
M. Rep. 46]; German-American Button Co. v. Heymsfeld, 170 
App. Div. 416, 156 N. Y. Supp. 223 [6 T. M. Rep. 87]. 
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In the cause under consideration the evidence shows, and both 


the chancellor and the Court of Civil Appeals found, that the 
complainant had been injured as a result of the defendant’s use of 


its name, and as before stated, the use of the name “Newcomer” 


by the defendant was for the fraudulent purpose of deluding the 


public and injuring the complainant. 


We therefore think that the Court of Civil Appeals was cor- 


rect in affirming the decree of the chancellor making the injunction 


against the defendant perpetual, and its decree will be affirmed, 


with costs. 
Puitirps v. HupNnut anp Mack 
(273 O. G. 629) 
Court of Appeals of the District of Columbia 
March 1, 1920 
1. Trape-Marxs—Cuaracter oF Rignot—Common Law. 


~ 


The right to a trade-mark depends, not upon the statute, but upon 
the common law, by virtue of which the exclusive right to a mark 
results from use and not from mere adoption. 
Trape-Marxs—Use—Bona Fine Sates. 

The use of a mark on a few samples of the trade-marked article, 
some of which were consigned to dealers in different parts of the 
country without previous request by them, and for which they paid 
only a nominal sum, did not constitute such a use of the trade-mark 
as to establish property rights therein. 
Trapve-Marks—INTERFERENCE—REviEw oF Deciston—QuveEsTION AFFECT- 

1nG Turrp Parties. 

In an interference proceeding involving three parties, one party 
could not, upon appeal, be heard upon the question of priority as be- 
tween the other two. 

Trape-Marks—INTERFERENCE—ReEview oF Decision—QvESTION NOT 

APPEALED. 

Upon an appeal from a decision of the Examiner of Interferences 
in an interference proceeding, the Commissioner of Patents could not 
review a question upon which appeal was not taken. 


Interference proceeding. Appeal from a decision of the As- 


sistant Commissioner of Patents. Modified. See 8 T. M. Rep. 


3638. 
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Mr. Jos. L. Levy for the appellant. 
Mr. C. E. Dunn and Mr. Nicholas M. Goodlett for the ap- 
pellee. 


Smytu, C. J.: This is an interference involving the right of 
Hudnut to obtain the registration of the word “Nara” as trade- 
mark for toilet articles such as talcum, sachet, and face powder. 
Phillips had registered the word “Nyra” and Mack the word 
“Myra” as marks for goods of the same descriptive properties. 
The Examiner of Interferences held that the respective marks were 
one and the same, and awarded priority to Hudnut. He was af- 
firmed by the Assistant Commissioner. After the decision of pri- 
ority was announced by the Examiner, Hudnut filed a motion re- 
questing him to adjudge that Phillips was not entitled to the use 
of the mark at the date of his application for registration. This 
was denied. Hudnut failed to appeal. However, the Assistant 
Commissioner reviewed the action of the Examiner in this regard on 
Phillips’ appeal and reversed it. 

It is clearly established that Hudnut adopted the mark in ques- 
tion in September, 1914, and used it continuously thereafter. 
Phillips claims May, 1914, as the time he commenced the use of the 
mark. In that month he had no established place of business, but 
made some sample boxes of toilet powder, placed upon them the 
mark here involved, and then forwarded them from New York 
through the house for which he was then working to three dealers 
in goods of that character, one in Texas, one in Philadelphia and 
one in New Orleans. The boxes were sent without previous re- 
quest by the consignees, and the price paid for each was five cents, 
the usual sale price of such an article being about fifty cents. 

No other use of the mark was made by him until 1916. The 
Assistant Commissioner held that this was not— 


“a bona fide business transaction, was not doing business on Phillips’ part, 
and was a mere laying basis for the filing of his application for registra- 
tion, and created no trade-mark rights in Phillips.” 

The right to a trade-mark exists independently of the statute. 
Registration simply constitutes prima facie evidence that the regis- 
trant is entitled to the mark. (Fulton Water Works Co. v. Bear 
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Lithia Spring Co., 47 App. D. C. 488.) The trade-mark statute 
(sec. 1, 38 Stat. 724) does not define what constitutes a trade-mark. 
We must go to the common law for that. 


“The trade-mark recognized by the common law is generally the out- 
growth of a considerable period of use rather than a sudden invention * * *. 
The exclusive right to it grows out of its use and not its mere adoption.” 
(Trade-Mark Cases, 100 U. S. 82, 94; Macmahan Pharmacal Co. v. Denver 
Chemical Mfg. Co., 113 Fed. 468, 472; American Washboard Co. v. Saginaw 
Mfg. Co., 103 Fed. 281, 287.) 

According to an authority cited by the appellant, the trader 
must apply the mark to a vendible commodity and “must actually 
put the commodity so marked on the market.”” (Nims on Unfair 
Competition and Trade-Marks, 2nd ed., sec. 216.) In the light of 
these authorities we are persuaded that the Assistant Commissioner 
was right in holding that the use made by Phillips of the mark does 
not satisfy the statute. This being so, Hudnut is entitled to pri- 
ority over him. 

Phillips complains because of the action of the Office with 
respect to Mack, but concerning this he has no right to be heard. 
What matters it to him if, perchance, Mack is entitled to priority 
over Hudnut since he (Phillips) cannot overcome Hudnut’s date? 

With respect to the action of the Assistant Commissioner in 
overruling the decision of the Examiner denying the motion of 
Hudnut, we think he was wrong. Hudnut did not appeal. There- 
fore the question did not come before the Commissioner for con- 
sideration. 

The decision of the Patent Office is reversed in so far as it 
relates to the action of the Examiner on Hudnut’s motion, and is 
affirmed in all other respects. 


Modified. 


Ross, J. (concurring in part): I concur in the ruling sus- 
taining the decision of the Patent Office in awarding priority to 
Hudnut. However, Phillips having appealed to the Commissioner 
from the basic decision of the Examiners-in-Chief awarding priority 
to Hudnut, and the Commissioner having sustained the decision 
appealed from, it is my view that the Commissioner properly can- 
celed the Phillips registration. The Commissioner’s decision, which 
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this court sustains, definitely and finally determined that Phillips 
had no claim to the mark and hence no right to register it. Just 
why Hudnut should be required to go through the idle ceremony of 
filing an application to have the invalid registration canceled, is 
not apparent to me, since such proceeding can have but one result, 


the question already having been determined in the other pro- 
ceeding. 


Wirtiiam Wattke & Company v. Geo. H. Scuarer & Company 
(273 O. G. 630; 263 Fed. Rep. 650) 


Court of Appeals of the District of Columbia 
March 1, 1920 


1. Trape-Mark—Descrirptive Terms—“Lava.” 

The word “Lava,” for soap, held not descriptive. It may suggest 
the function of soap, being derived from “lavare,’ to wash, and 
meaning, in English, fluid rock; but it does not describe its properties. 
Trapve-Marks—Goops oF THE SAME Descriptive Properties—SoaP AND 

SuHavine Cream. 

The owner of a mark for toilet soap has a right to extend it to 
shaving-cream, since in the popular mind a shaving-cream is a soap. 

3. Trape-Marxs—Conriictinc Marxs—‘*U-Lavo” ann “Lava.” 

The word “U-Lavo” conflicts with “Lava,” the prefix “U-” being 
only an arguable distinction which is not sufficient. 

4, Trape-Marxs—Conriictinc Marks—GeEnerav Test oF IpEentTITYy. 

The test of the identity of trade-marks is not whether the words 
mean the same thing, but whether they are so similar in sound and 
appearance as to lead the public to believe that the goods on which they 
appear had a common origin. Conflict exists where a purchaser seeing 
only one and relying upon his memory of the other would likely fail to 
recognize the distinction, although he would do so could he see the two 
together. 

5. Trape-Marxs—OppositioN—DAMacE TO OPpPposeER. 

In order to succeed in a trade-mark opposition proceeding, it is 
not necessary that opposer prove injury, it being sufficient to show 
likelihood of confusion or mistake in the mind of the public. 

6. Trape-MarKxs—RecistraTtion—Dovsts Resotven AGainst NEWCOMER. 

Where there is doubt as to the right to register a mark in view of 
of rights previously acquired, it should be resolved against the new- 
comer, since there is no excuse for a later comer to impinge upon prior 
rights in view of the unlimited field from which a mark may be selected. 


v0 


Appeal from a decision of the Commissioner of Patents. Re- 
versed. 
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Mr. John S. Barker and Mr. Edward E. Longan for the ap- 
pellant. 

Mr. Geo. H. Schafer and Mr. E. T. Brandenburg for the 
appellee. 


Smytu, C. J.: Geo. H. Schafer & Company, a partnership, 
applied for registration of “U-Lavo” as a trade-mark on shaving- 
cream. Registration was opposed by William Waltke & Company, 
a corporation, on the ground that “U-Lavo” was so similar to the 
mark “‘Lava,” in use by it on toilet soap, that it was not registrable. 
The Patent Office overruled the opposition and registered the mark. 

Wm. Waltke in 1858 established a soap-manufacturing busi- 
ness, which was continued by him and others until acquired by the 
opposer, who now owns it. In 1898 Wm. Waltke & Co., a partner- 
ship, the immediate predecessor of the opposer corporation, adopted, 
and began the use of, the word “Lava” as a trade-mark on its soap. 
Later its business was transferred to the corporation, and with it 
the right to the use of the mark. Upward of a half-million dollars 
have been spent by the opposer and its predecessor in advertising 
goods under the mark “Lava,” and the corporation’s plant has 
come to be known as “The Home of Lava Soap.” Applicant did 
not adopt its mark until 1913. 

At the outset it is urged by the applicant that the opposer’s 
mark is descriptive and hence not entitled to registration. The 
word “Lava,” according to Webster’s Dictionary, comes from 
“lavare,” to wash, and means in English, fluid rock. It may sug- 
gest the function of soap but it does not describe its properties. 
(In re Stephens-Adamson Manufacturing Company, 49 App. D. C. 
— [10 T. M. Rep. 91], and the cases therein cited.) Much stress 
is laid upon Standard Paint Company v. Trinidad Asphalt Manu- 
facturing Company (220 U. S. 446) [1 T. M. Rep. 10] by the ap- 
plicant with respect to this point, but it is easily distinguished from 
the case before us. In that case the word “Rubberoid” was used 
on goods which contained no rubber, but were in the “nature of soft, 
flexible rubber.” It is a compound of the word “Rubber” and the 
suffix ‘“‘-oid.” ‘-Oid’’ is defined by the lexicographers as meaning 
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the form or resemblance of the thing indicated, “like,” as in anthro- 
poid, “like man.” The mark “Rubberoid” as applied to the goods 
in question meant that they were like rubber, which was true, and 
was therefore descriptive. 

The owner of a trade-mark has the right not only to its ex- 
clusive use on goods which he has manufactured, but also on goods 
which he may afterward produce if they belong to the same general 
class as those upon which he has been using the mark. (Gutta- 
Percha & Rubber Manufacturing Company v. Ajax Manufacturing 
Company, 48 App. D. C. 283 [9 T. M. Rep. 70]; Walter Baker Co. 
v. Harrison, 32 App. D. C. 272.) No person may legally interfere 
with the use of the mark by him in the natural expansion of his 
business. (Simplex Heating Company v. Gold Car H. & L. Co., 43 
App. D. C. 28 [5 T. M. Rep. 200].) When chemically analyzed 
shaving-cream and toilet soap may not be identical in all their ele- 
ments, but in the popular mind a shaving-cream is a soap, and the 
manufacture of it by opposer would be a natural step in the broad- 
ening out of its business as a soap-producer. In fact it has al- 
ready taken that step, for it is now manufacturing shaving-soap 
and shaving-cream, although it does not put them out as its 
own products. They are produced to be distributed by others. 
Toilet soap and shaving-soap or cream are related materials, and 
since opposer has a right to use its trade-mark on toilet soap it may 
prevent the use of it by others on shaving-soap or shaving-cream. 

But it is contended that applicant is not attempting to use 
opposer’s mark or one similar to it, and consequently that the rule 
we have been discussing does not apply. The Assistant Commis- 
sioner held that there was a wide difference between the meaning of 
the two marks. The word “Lava,” he said, suggests grit, while 
the word “Lavo” (a part of applicant’s mark) refers to washing. 
Counsel for appellant assert that the word “Lavo” is Latin and 
means “‘wash or lave.”” The Latin word “lavare,” the root of “lava,” 
is very closely allied in meaning to the word “lavo,’—so much so 
that the two words may be treated as meaning substantially the 
same thing. However, the test is not the exact meaning of the 
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words but whether they are so similar in appearance and sound as 
to lead the public to believe that the goods on which they appear 
had a common origin. 

Undoubtedly, as urged, the prefix “U-’ distinguishes the one 
mark from the other, but we think it is only an arguable distinction; 
and that is not sufficient. (Thomas Manufacturing Co. v. Aeolian 
Co., 47 App. D. C. 379 [8 T. M. Rep. 151].) “Lavo” is the 
dominant feature in appellant’s mark and the one most likely to be 
remembered. Of course, if the intending purchaser could see both 
marks together he would readily note the difference between them; 
but if upon seeing only one he must rely upon his memory of the 
other, he would not be likely to apprehend the distinction. He 
acts quickly and upon impression. He is governed by a casual 
glance. (Patton Paint Co. v. Orr’s Zinc White, Ltd., 48 App. 
D. C. 221, 222 [9 T. M. Rep. 74, 75].) Under such circumstances 
he would be apt to mistake the one for the other and thus would 
occur the confusion against which the statute is leveled. 

Opposer is not bound to establish damages in order that it 
may succeed. It is sufficient for it to show that the applicant’s 
mark would be “likely to cause confusion or mistake in the mind of 
the public * * *.” (Sec. 5, 33 Stat. L. 725; Patton Paint Co. v. 
Orr’s Zinc White, Ltd., 48 App. D. C. 223 [9 T. M. Rep. 75]; 
Thomas Manufacturing Co. v. Aeolian Co., 47 App. D. C. 878 [8 
T. M. Rep. 151].) 

The case is not free from difficulty, but where there is doubt 
the courts resolve it against the newcomer. (Lambert Pharmacal 
Co. v. Metho-Listine Chemical Co., 47 App. D. C. 197 [8 T. M. 
Rep. 33].) The reason for this is, as has been said by this court 
more than once, that the field from which a person may select a 
trade-mark is practically unlimited and hence there is no excuse 
for his impinging upon or even closely approaching the mark of 
his business rival. (O. & W. Thum Co. v. Dickinson, 46 App. D. C. 
306 [7 T. M. Rep. 283]; Florence Manufacturing Co. v. J. C. 
Dowd & Co., 178 Fed. 75.) Where he does so he is open to the 
suspicion that his purpose is to appropriate to himself some of 
the good-will of his competitor. 
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From what we have said it follows that the decision of the 
Patent Office is reversed and the opposition of William Waltke & 
Company, Incorporated, sustained. 

Reversed. 
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STATEMENT oF OwNERSHIP, management, etc., of The Trade- 
Mark Reporter, published monthly at Burlington, Vermont, re- 
quired by the Act of August 24, 1912; Publisher, The United States 
Trade-Mark Association; Editor, Arthur Wm. Barber; Owners, 
Arthur Wm. Barber and Lanier McKee, There are no holders of 
bonds or other securities. 

Sworn and subscribed to by Arthur Wm. Barber, before me this 
fourteenth day of April, 1920. 


M. T. Hanxins, Notary Public, Nassau County, New York. 
(Certificate filed in New York County.) 


(My commission expires March 20, 1922.) 
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